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United States Court of Appeals for* the 
District of Columbia 


a District Court of the United States 

For the District of Columbia. 

j 

Civil Action File No. 4712. j 

George C. Chase and Monroe Calculating Machine! Com¬ 
pany, respectively, Plaintiffs, 

i 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia, ss: i 

BE IT REMEMBERED, that in the District Court <j)f the 
United States for the District of Columbia, {it the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers;were 
filed and proceedings had, in the above-entitled 
cause, to wit: j 

i 

1 Complaint for Letters Patent. i 

Filed November 8 1939 

i 

! 

In the United States District Court 
For the District of Columbia. 

Civil Action File No. 4712 j 

George C. Chase and Monroe Calculating Machine Com¬ 
pany, 373 Melrose PL, South Orange, N. J. and 555 
Mitchell St., Orange, N. J. respectively, Plaintiffs ,j 

vs. i 


Conway P. Coe, Commissioner of Patents, Washington, 

D. C., Defendant. 


1. This action arises under the patent laws of the United 
States under U. S. C. Title 35, Sec. 63 (R. S. 4915). 
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2. Plaintiff George C. Chase is a citizen of the United 
States and a resident of South Orange, County of Essex, 
New Jersey, and plaintiff; Monroe Calculating Machine 
Company is a corporation incorporated under the laws of 
the State of Delaware and has a regular and established 
place of business at Orange, New Jersey. 

3. Defendant Conway P. Coe is the Commissioner of Pat¬ 
ents of the United Slates and official resident of the Dis¬ 
trict of Columbia and is sued as Commissioner of Patents 
of the United States. 

4. That heretofore and prior to the 17th day of August, 
1927, plaintiff George C. Chase was the original, first and 
sole inventor of a certain new and useful improvement in 
Division Stop Mechanism for Calculators which was not 
known or used by others in this country before his inven¬ 
tion or discovery thereof and not patented or de- 

2 scribed in any printed publication in this or any for¬ 
eign country before his invention or discovery 
thereof or more than two years prior to August 17, 1927; 
that said invention was not in public use or on sale in this 
country for more than two years prior to the filing date of 
the application hereinafter referred to and was not pre¬ 
viously printed or caused to be printed by said inventor or 
his legal representatives or assigns in any foreign coun¬ 
try on an application that had been filed in said foreign 
country for more than twelve months prior to the filing date 
of said application; and that said invention has not been 
abandoned. 

5. That plaintiff George C. Chase being the original, first 
and sole inventor of said improvement, did on August 17, 
1927 make application in writing in due form of law to the 
United States Commissioner of Patents, in accordance with 
the provisions of the then existing laws of the United States 
in such cases made and provided, for the issuance of Let¬ 
ters Patent of the United States to him for his said inven¬ 
tion, which application was given the Serial No. 213,637, 
and, in respect thereto, complied with all the conditions and 
requirements of said laws of the United States and of the 
rules of practice of the United States Patent Office in such 
cases made and provided. 

6. That by instrument in writing, dated August 5, 1927 
and duly recorded in the Transfers of Patents in the United 
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States Patent Office in Liber P-131, page 164, plhintiff 
George C. Chase assigned his entire right, title and;inter¬ 
est in and to the inventions covered by said application Se¬ 
rial Xo. 213,637 and all the rights and privileges under any 
and all Letters Patent that may be granted therefor to 
plaintiff Monroe Calculating Machine Company. 

3 7. That said application has been examined by the 
Primary Examiner of the United States Patent Of¬ 
fice, who refused to allow the following claims which he 
finally rejected in accordance with the rules of practice of 
the United States Patent Office: 

2. In a calculating machine having a transversely Ishift- 
able carriage, numeral wheels thereon, and selecting mech¬ 
anism, means for dividing an amount registered upon 
said numeral wheels by an amount set up in said selecting 
mechanism and for automatically registering a plural figure 
quotient, including a member settable to initiate the 'oper¬ 
ation, carriage shifting devices, and means for retracting 
the settable member when the registering capacity of the 
machine has been reached, the retracting means being 
adapted to permit the member to be set, a quotient figure 
to be registered, and thereafter to function with sai4 car¬ 
riage stationary in extreme full capacity position. 

6. In a calculating machine having numeral wheels, ac¬ 
tuating mechanism therefore having a reversible cyclic of 
operation, and selecting mechanism, means for dividiiig an 
amount registered upon said numeral wheels by an amount 
set up in said selecting mechanism and for automatically 
registering a quotient, including means for automatically 
reversing the cycle of operation, means for locking I said 
actuating mechanism in full-cycle position upon completion 
of the registration, and means for holding the lock inactive 
during the reversal. 

7. In a calculating machine having numeral wheels!, ac¬ 
tuating mechanism therefor having a reversible cycle of op¬ 
eration, a motor, clutch means between said irjotor 

4 and said actuating mechanism, and selecting mechan¬ 
ism, means for dividing an amount registered tipon 

said numeral wheels by an amount set up in said selecting 
mechanism and for automatically registering a quotient, 
including means for automatically throwing said clutch out 
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of and into engagement, means for locking said actuating 
mechanism in full-cycle position upon completion of the reg¬ 
istration, and means for holding the lock inactive during 
said throwing of the clutch. 

9. In a calculating machine having numeral wheels, dif¬ 
ferential value actuators therefor, and selecting mechan¬ 
ism, means for dividing an amount registered upon said 
numeral wheels by an amount set up in said selecting 
mechanism and for automatically registering a plural fig¬ 
ure quotient, including a member manipulable to initiate 
the operation, means for insuring the completion of an ini¬ 
tiated quotient figure registration after the retraction of 
the manipulable member, and means for locking said ac¬ 
tuators at rest in full-cycle position upon completion of the 
registration. 

14. In a calculating machine having numeral wheels, re¬ 
versible rotary actuators therefor, and normalizing mech¬ 
anism normally operable to stop said actuators and to lock 
the same against operative movement; motor operation 
control devices settable to active position and adapted 
thereupon for sequential action to release the lock, to ini¬ 
tiate rotation of the actuators and to reverse the rotation of 
the actuators, and adapted to prevent locking movement of 
said normalizing mechanism during such reversal. 

15. In a calculating machine having numeral wheels, re¬ 
versible actuators therefor, a motor, and motor oper- 

5 at ion control devices for said actuators including 

normalizing mechanism; means for automatically re¬ 
versing the direction of rotation of the actuators, and 
means for retaining the normalizing mechanism in inopera¬ 
tive position during such reversal. 

16. In a calculating machine having numeral wheels, re¬ 
versible actuators therefor, a motor, and motor operation 
control devices for said actuators including a manipulable 
starting member, and means controlled by said member to 
bring the machine into normal condition of rest; means con¬ 
trolled by said member for automatically reversing the di¬ 
rection of rotation of the actuators, and means operable by 
said member to retain the normal condition means in inop¬ 
erative position during such reversal. 

18. In a calculating machine having numeral -wheels, ac- 
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tuators therefor, a motor, and motor operation control 
means for said actuators including a clutch and devices nor¬ 
mally operable upon release of the clutch to bring the ma¬ 
chine into normal condition of rest; means for automat¬ 
ically releasing and re-engaging said clutch, and means for 
preventing operation of the normal condition deviejes in 
said automatic operation of the clutch. j 

19. In a calculating machine having a transversely Ishift- 
able carriage, numeral wheels thereon, actuators for said 
wheels, carriage shifting means, a motor, and motor opera¬ 
tion control devices for said actuators and said shifting 
means including normalizing mechanism operable in any 
shifted registering position of the carriage; means foil* au¬ 
tomatically connecting said carriage shifting means! with 
the motor, and means for latching the normalizing lhech- 
anism in inoperative position throughout such! con- 
6 nection. 

22. In a calculating machine having a transveirselv 
shiftable carriage, numeral wheels thereon, differential 
value actuators for said wheels, selecting mechanism, a 
motor, and a clutch between said motor and said actuators; 
means for dividing an amount registered upon said numeral 
wheels by an amount set up in said selecting mechajnism 
and for automatically registering a plural figure quotient, 
including means automatically operable to release! the 
clutch, means automatically operable to reengage! the 
clutch, normally inactive means operable during a registra¬ 
tion to disable said reengaging means, and means for ren¬ 
dering the disabling means active upon movement of the 
carriage to extreme left-hand registering position. 

23. In a calculating machine having a transversely shift- 
able carriage, numeral wheels thereon, differential vjaluc 
actuators for said wheels, selecting mechanism, a m<j>tor, 
and a clutch between said motor and said actuators; mfans 
for dividing an amount registered upon said nnmjeral 
wheels by an amount set up in said selecting mechanism land 
for automatically registering a plural figure quotient] in¬ 
cluding means automatically operable to release the eliitch, 
settable clutch reengaging means, a latch adapted to hold 
the reengaging means in active position, normally inactive 
means operable during a registration to release said latch, 
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and means for rendering the latch releasing means active 
upon movement of the carriage to extreme left-hand regis¬ 
tering position. 

S. After the aforesaid final rejection of said application 
by the Primary Examiner, an appeal was taken, pur- 

7 suant to law, from the aforesaid rejection to the 
Board of Appeals of the Patent Office and said 

Board of Appeals affirmed said final rejection of the Pri¬ 
mary Examiner in their decision dated October 23, 1939. 

9. That the decisions of the Primary Examiner and of 
the Board of Appeals constitute a refusal of the Commis¬ 
sioner of Patents to grant a patent on said application em- 
bodving said claims. 

10. Notwithstanding the said decisions of the Primarv 
Examiner and of the Board of Appeals, and having ex¬ 
hausted all remedy of appeal in the matter attempting to 
obtain a patent on the aforesaid claims in said application 
Serial No. 213,637, and the inventions covered thereby, 
plaintiffs hereby aver, upon information and belief, that 
they have by virtue of the United States statutes in such 
cases made and provided, a remedy by an action in this 
Court compelling and authorizing the grant of said patent 
on said application for the inventions covered by said 
claims, and that plaintiff Monroe Calculating Machine Com¬ 
pany is entitled to receive a patent upon said application 
and for the inventions covered thereby embodying the 
aforesaid claims included in said application before the 
Commissioner of Patents. 

WHEREFORE plaintiffs demand a judgment and decree 
of this Court that plaintiff George C. Chase was the orig¬ 
inal, first and sole inventor of said improvement in Division 
Stop Mechanism for Calculators described in said applica¬ 
tion and claimed in said claims and that plaintiff Monroe 
Calculating Machine Company is entitled, according to law, 
to receive a patent for said invention as described in said 
application and claimed in said claims and authorizing and 
directing the Commissioner of Patents to grant and 

8 issue a patent to plaintiff Monroe Calculating Ma¬ 
chine Company upon the aforesaid application and 

the aforesaid claims upon the filing in the Patent Office of 
the judgment and decree of this Court and upon compliance 
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with the requirements of law in such cases made ailid pro¬ 
vided. 


GEORGE C. CHASE 
MONROE CALCULATING 

MACHINE COMPANY 

i 

By GEORGE M. ANDERSON 

Attorney for Plaintiffs ! 


GEORGE F. SCULL 
STUART HILDER 
Of Counsel 


Answer to the Complaint. j 

Filed January 6 -1940 j 

i 

* * • j 

To the Honorable the Justices of the District Court j of the 
United States for the District of Columbia, j 

1. Defendant denies the allegation of paragraph l.j 

2. He admits the allegations of citizenship and residence 
of plaintiff George C. Chase, and the allegations of organi¬ 
zation and place of business of plaintiff Monroe Calculating 
Machine Company. 

3. He admits the allegations of his official position and of¬ 
ficial residence in the District of Columbia. 

4. He admits that plaintiff George C. Chase, claiming 
to be the original, first and sole inventor of alleged new 

and useful improvement in Division Stop Mechhnism 
9 for Calculators, filed in the Patent Office on August 
17, 1927, an application for patent thereon ajnd in 
said application made averments corresponding to tlnp alle¬ 
gations of paragraph 4. He denies that said allegations 
are sufficient to justify the issuance of a patent on said ap¬ 
plication containing any of the claims set out in para¬ 
graph 7. 

5. He admits that said application was filed in the Pat¬ 
ent Office on August 17, 1927, and was given Serial No. 
213,637. He admits that said application was in compli¬ 
ance with requirements of law and the rules of the patent 
Office. 





8 


GEORGE C. CHASE, ET AL., VS. CONWAY P. COE. 


6. He admits the allegation of assignment of said appli¬ 
cation to plaintiff Monroe Calculating Machine Company. 

7. He admits that said application was examined in the 
Patent Office by the primary examiner, who refused to allow 
claims numbered 2, 6, 7, 9, 14, 15, 16, 18, 19, 22 and 23, 
which are as set out in paragraph 7. 

8. He admits that plaintiffs appealed to the Board of 
Appeals from the rejection of said claims by the primary 
examiner and that the Board of Appeals, in a decision ren¬ 
dered on October 23, 1939, affirmed the final rejection of 
said claims. 

9. He admits that the decision of the Board of Appeals 
constitutes a refusal by him to grant plaintiffs a patent 
on said application of George C. Chase containing any of 
the claims set out in paragraph 7. 

10. He denies that plaintiffs have a remedy by an action 
under Section 4915 R. S. in this court to authorize him to 
issue a patent on said application containing any of the 
claims set out in paragraph 7. He denies that plaintiffs 

are entitled to the issuance of a patent containing 
10 any of said claims as it is deemed that said claims 
are unpatentable to plaintiffs for the reasons given 
in the Examiner's Statement on appeal and in the decision 
of the Board of Appeals, profert of copies of which is 
hereby made. 

Further Answering defendant states that plaintiffs’ ap¬ 
plication in suit was previously involved in an interference 
proceeding Xo. 69,901, in the Patent Office, with an appli¬ 
cation of Harold T. Avery, that said interference was de¬ 
clared on December 26, 1934, that claims numbered 2, 6, 7, 
9, 14, 15, 16, 18, 19, 22 and 23, which are as set out in para¬ 
graph 7 of the complaint, constituted the issue of said inter¬ 
ference, that after due proceedings in the interference the 
examiner of interferences, in a decision rendered on Feb¬ 
ruary 29, 1936, awarded priority to plaintiff, that the award 
was affirmed by the Board of Appeals of the Patent Office 
in a decision rendered on May 12, 1937, that thereafter the 
party Avery duly appealed to the United States Court of 
Customs and Patent Appeals, that said court, in a deci¬ 
sion rendered on January 23, 1939, reversed the decision 
of the Board of Appeals, that thereafter plaintiff peti¬ 
tioned the Supreme Court of the United States for a writ 


I 


i 


GEORGE C. CHASE, ET AL V VS. CONWAY P. COE. | 9 


of certiorari, that the petition was denied on May 29, 1939, 
(307 U. S. 638), that further particulars of the proceedings 
in said interference are as set forth in said decision of 
the United States Court of Customs and Patent Appeals 
(101 P. (2d) 205, 26 C. C. P. A. 823), a copy of which deci¬ 
sion is annexed hereto, that when the party Avery appealed 
to the United States Court of Customs and Patent Appeals 
plaintiffs had a right, under Section 4911 R. S. (Ui S. C. 
title 35, sec. 59a) to elect to have all further proceedings 
conducted as provided in Section 4915 R. S. (U. S. Cj., title 
35, sec. 63), that plaintiffs failed to avail themselyes of 
this right and thereby elected to have jurisdiction of 
11 the case remain in the United States Court of Cus¬ 
toms and Patent Appeals. 

Defendant deems that the said decision of the United 
States Court of Customs and Patent Appeals advejrse to 
plaintiffs on the claims set out in paragraph 7 was a final 
adjudication of plaintiffs’ right to receive a patent con¬ 
taining any of said claims and that plaintiffs do no^ have 
the remedy of a review by this Court under Section 
4915 R. S. 


January 5,1940. 


W. W. COCHRAN 
Attorney for the Commissioner 
of Patents , Defendant .j 


12 Motion For Summary Judgment. 

Piled January 11 1940 

i 

i 

* # # i 

Now comes defendant, above named, by his counsel and 
moves for a summary judgment dismissing the complaint 
herein under Rule 56 of the Rules of Civil Procedure for 
reasons as follows: 

1. This Court is without jurisdiction to entertain the 
complaint herein under Section 4915 R. S. (U. S. C.j title 
35, sec. 63) because complainants herein were heretofore 
involved in an interference declared by the United States 
Patent Office between complainants’ application at baf and 
an application of Harold T. Avery, Interference No. 69,901, 
the issues thereof being the identical claims set forth in 
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the complaint at bar. In said interference, following the 
decision of the Board of Appeals of the United States 
Patent Office in favor of plaintiffs, the party Avery ap¬ 
pealed to the United States Court of Customs and Patent 
Appeals. Plaintiffs then had the right under Section 4911 
R. S. (U. S. C., title 35, sec. 59a) to elect to have all further 
proceedings conducted as provided in Section 4915 R. S. 
(U. S. C., title 35, sec. 63). Plaintiffs failed, however, to 
avail themselves of this right and thereby elected to have 
jurisdiction of the case remain in the United States Court 
of Customs and Patent Appeals and waived their right to 
pursue the alternative remedy provided by Section 4915 
R. S. Pursuant to such election, complainants’ right to 
the claims set forth in the complaint was heard by the 
United States Court of Customs and Patent Appeals, and 
decided by such court adversely to complainants herein in 
a final decision reported in 101 F. (2d) 205, 26 C. C. P. A. 
823, and thereafter a Petition for a Writ of Certiorari to 
the Supreme Court of the United States was filed by the 
complainants herein and denied by that court as reported 
in 59 S. C. 1036, 83 L. E. 1027, 307 U. S. 638. 

13 By reason of plaintiffs’ waiver of their right to 
pursue the remedy provided by Section 4915 R. S., 
this court is without jurisdiction to entertain the complaint. 

2. That the proceedings in the aforesaid interference, 
Avery v. Chase, No. 69,901. in the United States Court of 
Customs and Patent Appeals, and the decision of said court 
reported in 101 F. (2d) 205, denying complainant herein the 
right to identical claims prayed for in the complaint at bar, 
finally adjudicated complainants’ right to such claims, and 
said decision of the United States Court of Customs and 
Patent Appeals is res adjudicata as to the complainants at 
bar. 

In support of this motion, there is filed herewith an af¬ 
fidavit of William Wallace Cochran, counsel for the de¬ 
fendant, covering the proceedings in the now finally con¬ 
duced aforesaid interference of Avery v. Chase, No. 
69,901. 

WILLIAM WALLACE COCHRAN 
Attorney for Defendant. 


January 11, 1940. 
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i 

i 

i 

Filed January 11 1940 
District of Columbia: ss. 

William Wallace Cochran, being sworn, deposes and 
says that he is counsel for defendant Conway P. Coe^ Com¬ 
missioner of Patents, in the case of George C. Chase et al. 
v. Conway P. Coe, Commissioner of Patents, Civil Action 
No. 4712, in the District Court of the United States for the 
District of Columbia, that he has examined the record of 
the proceedings in the Patent Office on plaintiffs’ applica¬ 
tion No. 213,367, involved in this action, and the records 
of the proceedings in the interference No. 69,901 in jwhich 
said application was involved, that claims numbered 2, 6, 
7, 9, 14, 15, 16, 18, 19, 22 and 23 of said application, which 
claims are as set out in paragraph 7 of the! com- 
14 plaint, constituted the issue of said interference be¬ 
tween plaintiffs and Harold T. Avery, instituted on 
December 26, 1934, that after due proceedings in the jinter- 
ference the examiner of interferences, in a decisioii ren¬ 
dered on February 29, 1936, awarded priority to plaintiff, 
that the award was affirmed by the Board of Appeals of 
the Patent Office in a decision rendered on May 12,; 1937, 
that thereafter the party Avery duly appealed tp the 
United States Court of Customs and Patent Appeals] that 
said court, in a decision rendered on January 23, 1939, re¬ 
versed the decision of the Board of Appeals, that there¬ 
after plaintiffs petitioned the Supreme Court of the Ujnited 
States for a writ of certiorari, that the petition was denied 
on May 29, 1939, (307 U. S. 638), and that further particu¬ 
lars of the proceedings in said interference are as set forth 
in said decision of the United States Court of Customs and 
Patent Appeals, (101 F. (2d) 205, 26 C. C. P. A. 82,3), a 
copy of which decision is annexed hereto. 

WILLIAM WALLACE COCHRAN 

Subscribed and sworn to before me this 11th day of Jan¬ 
uary, 1940. j 

JAMES A. BREARLEY j 
(Seal) Notary Public , 

i 

My commission expires Aug 1-1943 





DECISIONS IN PATENT AND TRADE-MARK CASE! 


U. S. Court of Appeals for the District of Columbia 

Altonse Gams and Gustave Widmer 

v. 

Coe, Commissioner of Patents 
No. 7 ,t50. Decided April 3, 1030 
Sue. 491." R. S.—Bill Filed After Notice of Appeal To 
Court of Customs and Patent Appeals—Elec¬ 
tion of Remedy. 

Where an applicant for patent after filing notice of 
appeal to the United States Court of Customs and 
Patent Appeals from the adverse decision from the 
Board of Appeals, filed a bill under sec. 4915 R. S., 
Held the bill was properly dismissed on the ground that 
the applicant had elected to proceed by way of appeal. 

Appeal from the District Court of the United 
States for the District of Columbia. Affirmed. 

Mr. E. E. T Ycnderoth and A. Ponack for Alfonse 
Gams and Gustave Widmer. 

Mr. R. F. Whitehead for the Commissioner of 
Patents. 

Before Stephens, Miller, and Edcerton, Associate 

Justices 

Per Curiam : i 

This is an appeal from a decree of the district 
court dismissing a bill in equity brought under sec¬ 
tion 4915 R. S. (U. S. C., tit. 35, § 03) to obtain a 
patent. The bill was dismissed on the ground that 
plaintiffs had filed in the Patent Office notice of 
appeal from the Board of Appeals of the Patent 
Office to the United States Court of Customs and 
Patent Appeals. 

The pertinent portions of U. S. C., tit. 35, are 
these: 

Section 59a: 

"If any applicant is dissatisfied with the decision of 
the Board of Appeals, he may appeal to the United States 
Court of Customs and Patent Appeals, in which case he 
waives his right to proceed under section 63 of this 
title. . .” 


tional Aniline <£• Chemical Company, 83 F,(2c 
4G7 O. G. 3. The doctrine was applied agl 
United States cx rcl. White v. Coe, 6S App.| 
21S, 95 F.(2d) 347, 34S. 

In the light of the briefs, we interpret the I 
lation that “a notice of appeal . . . was tilt 
including the liling of reasons of appeal. Th| 
is therefore on all fours with the Jensen case 
think that case should not be overruled. Tl< 
jority of the court there said : 

“It is evident that Congress intended to reqi: 
election by the party as between the two remedies 
to him, to wit. the appeal to the Court of Custoil 
Patent Appeals on the one hand or a suit in ' 
under section 4915, K. S., as amended (35 U. S.l 
§ till), on the other hand, mid that when such elocf 
made by the litigant it is to be final." 68 App. 
39. 41. 92 F.(2d) 992, 994. 

Cases 1 cited by appellant, which involve 
tory time limits and not statutory options! a^ 
in point. 

/Affirmed. 


U. S. Court of Customs and Patent Appc 

Avert v. Chase 

.Vo. 4.000. Decided January 23, 1030 
[100 F.(2d) 205) 

1. Interference — Estoppel — Rule 109. 

Where an interference involving an applicat| 
C and an application of F owned by A’s assign 
voluntarily declared by the Primary Examine 
expiration of the motion period in another inter: 
involving another application of C, an appliea 
A and the same application of F, Held that thel 
ference was inadvertently or improperly declar<| 
that upon the record C was estopped under ru 
from making the counts and could only be relieve 
such estoppel by a showing upon the record 
earlier interference of good cause for not havin 
plied with rule 109. (Overruling In rc Chan 
O. C. 997.) 


Section 60: 

“When an appeal is taken to the United States Court 
of Customs and Patent Appeals, the applicant shall give 
notice thereof to the Commissioner, and file in the Patent 
Office, within such time as the Commissioner shall ap¬ 
point, his reasons of appeal, specifically set forth in 

writing.” 

Section 63: 

“Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the Board of Appeals 
to the United States Court of Customs and Patent Ap¬ 
peals, and such appeal is pending or has been decided, 
in which case no action may be brought under this sec¬ 
tion. may have remedy by bill in equity. . 

In Jensen v. Lorenz, OS App. D. C. 39, 92 F.(2d) 
992. cert. den. 302 U. S. 751, 4S2 O. G. 453, a divided 
court held that plaintiffs who had taken the steps 
enumerated in section 60, by giving to the Commis¬ 
sioner of Patents notice of appeal and seasonably 
filing in the Patent Office their reasons of appeal, 
had appealed to the Court of Customs and Patent 
Appeals and, as the appeal was “pending”, could not 
maintain a bill in equity under section 63. The 
Court of Appeals for the Second Circuit had taken 
the same position in Bakelite Corporation v. Na¬ 


tl. Same—Same—Same. 

“To hold that the Primary Examiner may 
rule 109 when a party, by failure to comply v 
in an interference proceeding, has lost any rigl 
may have had to claims in his application, and c 
another interference restoring those rights, w 
any showing of excuse by such party in the 1 oi 
interference for not complying with the rule, 
relieving himself of the estoppel against him, 
create an intolerable situation of confusion i 
prosecution of applications in the Patent Office.’ 
3. Same—Same—Not Restricted to the Applk 
of the Doctrine of Res Adjudicata. 

“We arc convinced of the soundness of our dc 
in the case of In re Shimer, 21 C. C. P. A. (Pa 
979, 446 O. G. 5, expressly affirmed in the case of 
Chase. 21 C. C. P. A. (Patents) 1183, 447 O. G 
and again in the case of In re Ilrashares, 22 C. ! C. 
(Patents) 873, 455 O. G. 264. holding that es 
will ordinarily lie for failure to comply with rul 
even though a second interference be necessary : 
other words, that estoppel is not restricted to tl 
plication of the doctrine of res adjudicata.” ] 


1 Credit Company TAmited V. Arkansas Central lid 
Co.. 12S U. S. 258. 9 S. Ct. 107. 32 L. Ed. 448; Old 
Williams Co. v. United States, 21o U. &. o41, ^0 
221, 54 L. Ed. 318. 
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tarily attempt to acquire the claims involved, but that 
the Primary Examiner, knowing of Chase’s second appli¬ 
cation and of the Friden disclosure, suggested that Fridcn 
copy the claims, which was done. After Fridcn had 
copied the claims and brought about the interference at 
the instigation of the Examiner, he made a motion to 
dissolve on the ground that Chase was estopped. Thus 
Friden moved to dissolve the interference which lie had 
provoked, and which would leave the claims in his posses¬ 
sion regardless of his actual priority. It is also pointed 
out by appellant that at the time of the declaration of 
the two-party interference the seven-party interference 
had not yet been terminated and that the issues involved 
in the two-party interference were not the issues involved 
in the seven-party interference, and that in order for 
Friden and Chase to have contested priority of the is¬ 
sues involved in the instant case the second interference 
would have been formed in any event. It is urged that if 
Chase had brought forward in the seven-party inter¬ 
ference his second application and there challenged 
Friden or any of the other parties who could make the 
counts (some of them could not), the Examiner would 
have done exactly what he did do, anyway—declare the 
second interference. 

We think the doctrine of estoppel above announced 
would apply if the issues involved here could have been 
properly suggested and decided in the seven-party inter¬ 
ference. It seems to be conceded that they could not 
have been decided there and that the declaration of the 
second interference was necessary. The declaration of 
the second interference was the proper procedure for the 
Patent Otlice to get the exact issues between these parties 
set at one side for the purpose of trial. It seems anoma¬ 
lous to hold that having set them aside voluntarily while 
the seven-party interference was going on. Chase would 
be held to be estopped from claiming that which he 
claimed in his second application. 

* + * » • * • 

Appellant has argued at considerable length concerning 
the application generally of the doctrine of estoppel aris¬ 
ing from a failure to proceed under rule 109. it is sug¬ 
gested by appellant that the case of In rc Martin, 48 
App. D. C. 187, which we discussed in In re Shimcr, 
supra, was in harmony with the other cases of the Court 
of Appeals of the District of Columbia, and is applicable 
to the facts at bar. We pointed out in In re Shimcr that 
the doctrine announced in In rc Martin, supra, was not 
in harmony in certain respects with other decisions of 
the Court of Appeals of the District of Columbia. 

With reference to this contention we think it sufficient 
to say that we do not, in the least, wish to weaken the 
force of nor make less applicable, in proper cases, the 
doctrine of estoppel as announced in the Wasserfallcn, 
Shinier and other cases cited, because we think it is of 
the utmost importance that troublesome, expensive, and 
sometimes vexatious litigation in the Patent Office should 
be expedited or avoided. Under the particular facts of 
the case at bar, wc think, however, that the doctrine 
does not apply, and that the decision of the Board of 
Appeals affirming the decision of the Examiner in re¬ 
jecting the claims on the ground of estoppel should be, 
and it is, reversed. 

Appellant in the case at bar contends that in the 
case last cited the record was not complete and 
that this court was misled in its holding that there 
were special facts involved which prevented the ap¬ 
plication of the doctrine of estoppel to Chase; that 
in fact, at the time of the declaration of interfer¬ 
ence No. 60,503 between Chase and Friden, the 
seven-party interference, No. 57,166, had been ter¬ 
minated by dissolution, and that said interference 
No. 60,503 was not provoked by Friden but by the 
action of the Primary Examiner. 

We think it clearly appears from the record that 
interference No. 60,503 was initiated by the Primary 
Examiner. In view of our conclusion, we do not 
find it necessary to decide whether interference No. 
57,166 had been terminated by dissolution at the 
time interference No. 60,503 was declared, but we 
shall assume, as appellee contends, that it had not 
been terminated. 

Appellant insists that our decision in In re Chase . 
supra, is irreconcilable with our views expressed 
in the case of In re Shimcr, supra, rendered prior 
to our decision in the Chase case, and our decision 
in the case of In re Brashares, 22 C. C. P. A. (Pat¬ 
ents) S73, 74 F.(2d) 751, 455 O. G. 264, rendered 


subsequent thereto, and also that said Chai 
icision is contrary to the rules of law declar 
the court in othc^ cited cases, among which 
case of In re Austin, supra. 

In the lust cited case an application of tl 
pellant in that c^se and a joint application < 
appellant and orui MacNeill were owned by a 
mon assignee. An interference was declan 
tween said joints application and the appli 
of one Atwood. Whih said interference was 
ing, but long after the motion period undei 
109 of the Rules of the United States Patent 
had expired, the said common assignee move' 
the interference ije reformed by admitting t 
the sole application of Austin. In connectioi 
said motion an affidavit was presented in beb 
the common assignee setting forth reasons 
said motion was hot made within the moth 
riod. The Patent! Ofiice tribunals denied sai 
tion, and in an ex! parte prosecution by Aust 
matter came befoije us. We held that, the co 
assignee having failed to move within the r 
period to admit tlie Austin application, Austi 
his assignee were estopped from making < 
which might have! been adjudicated in that 
ference. In our tjecision we stated: 

• * * Furthermore, if a party to an inter 

fails to comply with the rules of the Patent Offic 
tive to the presentation of such claims, it is the 
estopped from presenting them as a basis for a 
interference between' the same parties. [Citing ca: 
+ + *• + « 

It is true, as argued by counsel for appellant, t 
the time the common assignee moved to reform ir 
encc No. 51,233 by admitting appellant’s applicat 
to counts 1 and 2! and other claims, the quest 
priority had not beeb determined ; whereas, in th< 
hereinbefore referred to, the issues of priority ha 
decided. However, the principle announced in th 
cases is applicable lijere, and, if the rules of the 
Office are to be given: any force and effect, this is a 
case for their application, otherwise, the comm 
signee of several applications could subject an ap 
involved in an interference with one of its appli' 
to prolonged, expensive, and vexatious litigation. 

It will be noted that in this case estoppe 
based wholly upon!failure of appellant to act 
in the motion period provided by rule 109. 1 
terference had not been terminated when i 
sought to add the i Austin application to the 
ference, so that estoppel under the doctrine 
adjudicata was n<j>t involved. However, it 
appear that, if said motion had been seas< 
made, the issues could have been determii 
the original interference, while in the case s 
it is conceded that: the issues here involved 
not have been determined in the original 
party interference,! No. 57,166, because all < 
parties thereto coulkl not have made the claim 
involved. 

In the case of In j re Shimer, supra, Shime: 
plication had been involved in a previous int 
ence involving five 'parties. Subsequent to t 
pi ration of the motfion period in that interfe 
but while the interference was pending befo 
Examiner of Interferences, a motion to amer 
interference by adlding three new counts t 
was brought by the! party Shimer. It was coi 
that one of the pairties to that interference, 
Clatchie, could not have made claims correspc 
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>eal from Patent Office. Reversed. 

\n*d, J., dissenting. 

. Theodore II. Lassagne (Mr. Leonard S. Lyon 

l r. Charles M. Thomas of counsel) for Avery. 
. George F. Scull (Mr. Stuart Ilildcr and Mr. 
re M. Anderson of counsel) for Chase. 

dot. J.: 1 

s is an appeal in an interference proceeding 
ein the Board of Appeals of the United States 
it Office affirmed a decision of the Examiner 
terferences awarding priority of invention of 
uhject matter in issue to appellee, 
e interference is between an application of 
lant filed on October 25, 192G, Serial No. 
54. assigned to the Marchant Calculating Ma- 
Company, and appellee’s application filed on 
st 17, 1927, Serial No. 213,037, assigned to the 
oe Calculating Machine Company. Appellant 
erefore. the senior party, 
e invention relates to improvements in calcu- 
: machines. Eleven counts are involved: be- 
of the soie question involved in this appeal it 
emed unnecessary to describe the invention 
tail or set forth any of the counts, 
e history of the instant interference is con- 
’ stated in the decision of the Examiner of 
ferences herein as follows: 

> present interference was set up as the result of a 
of circumstances which will be briefly outlined, 
lgust 13. 1928. interference No. 57,166 was declared 
involved some seven parties including an applica- 
>f Chase, art application of Friden and the present 
application. During the motion period certain mo- 
to dissolve and to amend wore filed. In a decision 
January 21, 1930, the Law Examiner granted the 
n to dissolve and denied a motion to amend which 
een presented by Chase, the senior party. This de- 
was appealed by Chase, which appeal was dismissed 
i Board of Appeals on December 8, 1930. 

October 10. 1930. interference No. 60.503 was de- 
by the Primary Examiner between another appli- 
or Chase and the same application of Friden. This 
erence was dissolved on the motion of Friden on 
round that Chase was estopped by virtue of his 
e to bring forward his second application during 
■dings in interference No. 57.166. This decision 
pheld by the Board of Appeals but when the claims 
rejected on the ground of estoppel he appealed, 
ng the question to the Court of Customs and Patent 

l s. In its decision. In re Chase, 447 O. G. 997; 
C. D. 489; 71 F.(2d) 178, the court reversed the 
iner and the Board, holding that since the second 
erence had been set up by the Office prior to the 
mtion of the first interference there was no estoppel 
it Chase. Accordingly, interference No. 60,503 was 
ned. The present interference resulted from a mo* 
irought in interference No. 60,503 by the Marchant 
lating Machine Company, the assignee of the Friden 
very applications. 

en interference No. 60.503 was reformed the party 
a moved to dissolve on the ground that Chase was 
>cd. This motion was denied by the Examiner of 
erences who held that the decision of the court 
■inding upon the tribunals of the Patent Office even 
h rendered in an ex parte action. The party Avery 
eargued this question of estoppel at final hearing 
s interference. It was pointed out that interference 
0,503 was declared some nine months after appeal 
een taken in interference No. 57.166 which appeal 
ubsequently dismissed by the Board of Appeals. It 
suggested that this fact was not called to the at- 
n of the court and wn-i urged that this constitutes 
ent basis for ignoring the decision of 7n re Chase, 
. This is not believed to be the case. While there 
hing In the above decision which definitely indicates 
he court took into consideration the nature of the 
’8 action in dealing with the appeal in interference 
7,166, their decision was <>f record in the file of 
erence No. 57,166. which file appears to have been 
lered by the court. The showing which has been 
by the party Avery is not considered sufficient to 
y the Examiner of Interferences in reaching a eon- 
'n contrary to that expressed in the decision of In re 
', supra. 

this statement it should be added that, fol¬ 


lowing the reformation of interference No. GO,503, a 
motion was made in that proceeding to substitute 
the application of appellant here involved for the 
application of Friden. Thereafter, as a result of 
said motion, the instant interference was declared 
between Chase, appellee here, and Avery. 

Appellee filed a preliminary statement alleging 
conception of the invention in 1922 and its reduc¬ 
tion to practice in 1924 and 1925, and took testi¬ 
mony supporting such dates. Appellant took no 
testimony and relies upon his filing date, October 
25. 192G, for conception and constructive reduction 
to practice of the invention. 

The Examiner of Interferences found that the 
proofs presented by appellee established that he 
conceived and reduced the invention to practice 
prior to appellant’s filing date, and that under our 
decision in the case of In re Chase. 21 C. C. P. A. 
(Patents) 11S3, 71 F.(2d) 17S, 447 O. G. 997, ap¬ 
pellee was not estopped from making the claims 
corresponding to the counts in issue. He therefore 
awarded priority of invention to appellee. 

Appellant appealed from such decision to the 
Board of Appeals. The Board affirmed the decision 
of the Examiner of Interferences. In its decision 
it stated: 

Chase took testimony. Avery chose to rely upon his 
filing date for constructive reduction to practice. The 
Examiner analyzed the testimonial record presented by 
Chase and found that the proofs clearly established that 
he was in full possession of the invention in issue prior 
to the record dates upon which Avery relies. Although 
the notice of appeal includes certain items in relation 
to the holding by the Examiner of Interferences that the 
party Chase had sustained the burden of proof upon him 
in his testimonial record, we understand that the merits 
of this phase of the Examiner's decision is not brought 
forward for contest here. It appears admitted at the 
top of page 12 of Avery's printed brief before us that this 
feature is no longer urged. 

Avery now relies upon a contention that Chase should 
be held estopped from receiving claims corresponding to 
the counts. • • * 

The Board further stated in said decision that 
it was in agreement with the conclusion of the 
Examiner of Interferences that upon the question 
of estoppel our decision in In re Chase, supra, was 
controlling and therefore appellee was not estopped 
from making the claims constituting the counts 
before us. 

From such decision of the Board appellant took 
the appeal before us. 

In his reasons for appeal the only issue raised 
is that of estoppel of appellee to make the claims 
constituting the counts, and that is the sole ques¬ 
tion before us. 

In our decision in the case of In re Chase, supra, 
we expressed the opinion that the special facts in¬ 
volved therein made inapplicable the doctrine ap¬ 
proved by us in the cases in In re Austin. 17 C. C. 
P. A. (Patents) 1202. 40 F.(2d) 756, 399 O. G. 625, 
In re Shimer. 21 C. C. P. A. (Patents) 979, 69 
F.(2d) 556, 446 O. G. 5. and other cases decided by 
us. and declared in certain cases decided by the 
Court of Appeals of the District of Columbia. In 
our decision we stated : 

Appellant in the case at bar contends that irrespective 
of the propriety of applying the doctrine of estoppel in 
cases similar to those above cited, estoppel, in this in¬ 
stance. should not apply on account of the special facts 
involved. First it is urged that Friden did not volun- 


counts proposed to be added, and that if 
r*s motion to add counts had been granted it 
have been necessary to declare another inter- 
e excluding MacClatchie therefrom. The 
i of Shinier was denied because not season- 
led. 

jhimer’s ex parte prosecution of his applica- 
le Patent Office rejected certain claims, in- 
g those proposed to he added to said inter- 


plication was there involved, wfhile here a second 
application of appellee Chase, not in interference 
No. 57,100, is involved, and Shinier sought to add 
counts after the expiration of ithe motion period, 
while in the case at bar the present interference 
was voluntarily declared by the \ Primary Examiner 
after the expiration of the motion period in inter¬ 
ference No. 57,166. 

Attention, however, is called to the fact that 
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e, upon the ground of estoppel. We affirmed 
iction and in the opinion stated: 

the view of the tribunals and the Solicitor for 
tent Office that the subject matter of appellant’s 
; application, as stated in his claims 23, 26, 27, 
5, was involved in said interference proceeding, 
as common to the disclosures of appellant and 
>nrties to said interference; that it was his duty, 
sserted any such claims, to proceed under rule 109 
Patent Office to move to amend his application to 
the same therein, anti to thus procure their ad- 
as counts to the interference or interferences, as 
ne might be necessary; and that, not having done 
should now be estopped to make such claims. The 
le underlying the application of the doctrine of 
4 is thought by said tribunals to be that to now 
these claims would be to “provide grounds for a 
iterferencc involving an application with which 
pliennt has already been involved in interference". 
;sponse to this the appellant argues that there was 
imon subject matter between his application and 
MacClatchie in said interference, but that there 
ch common subject matter between his application 
at of Paterson et al., another party thereto; that 
Jition of said counts would have resulted only in a 
ration of interference between appellant and the 
Paterson et al., which would have resulted in no 
to Paterson et al. This, counsel argues, would 
the case squarely within the doctrine announced 
court of appeals in In rc Martin, -18 App. D. C. 
[n that case, where estoppel was urged, the court 
‘Assuming that Martin should have moved under 
)9. his failure to do so is not shown to have re¬ 
in injury to anyone; therefore, one of the elements 
try to an estoppel is absent." 

doctrine announced in the Martin case is not in 
ly with other decisions of the said court of ap- 
on this subject. These cases hold that if the 
was one which might have been determined in 
it interference, the party having a right to have 
so determined, who fails to do so, cannot after- 
equire their consideration. The rule prevails, ir- 
ive of the number of parties in the original inter- 
In determining whether the same could have 

> determined, the interference in fact depends ehief- 
i the subject matter disclosed, and not merely upon 
igunge of the respective claims. The following 
ire in point and add no such limitations to the 
e as are stated in In rc Martin, supra; Blackford 
ter, 28 App. D. C. 535; Xcw Departure Mfff. Co. v. 
on, 39 App. D. C. 504; In rc Cavcn, 43 App. D. C. 
» re Dement. 49 App. D. O. 201; In re Doble, 57 
>. C. 10. 16 F.(2d) 350. It will be noted that in 
f these cases, following the Martin case, that case 
cited as authority. 

after this court took jurisdiction of appeals from 
tent Office tribunals, we took the same view of 
tter, and have since continued these holdings. In 
st examination of the subject (In rc Austin. 17 
\ A. (Patents) 1202, 40 F.(2d) 756) we said, in 

• Furthermore, if a party to an Interference 

> comply with the rules of the Patent Office rela¬ 
the presentation of such claims, it is thereafter 

•d from presenting them as a basis l'or another 
rcnce between the same parties, 
doctrine of estoppel is further developed in In re 
i et al.. 19 C. C. P. A. (Patents) 1003, 56 F.(2d) 
n re Boudin, 19 C. C. I’. A. (Patents) 1187. 58 
448; In rc Ellis et al., IS C. C. P. A. (Patents) 
7 F.(2d) 963. 

lay be stated that this rule works no hardship 
who is diligent in pursuit of his rights. When 
erference is declared, the files of his contestants 
en to him. He has full cognizance of their dis- 
s and claims. So advised, it becomes his duty to 
rward every claim he l.as. Rule 109 affords him 
>portunity. If the rule be not enforced or eli¬ 
de, then delays and litigation are greatly increased, 
uite obvious that the doctrine of estoppel, as ap- 
n these cases, results in the better conduct of the 
is of the Patent Office and in the public good, 
igree with the Board of Appeals that the appellant 
pped as to claims 23, 26, 27, and 28, and that their 
>n therefore was proper. 

1 case of In re Shimer, supra, is distinguished 
the case at bar in that Shimer’s original ap¬ 


Sliimer sought the interference! while the original 
interference was pending, and! that it was held 
that he was estopped from milking the involved 
claims solely because of his failure to seek an in¬ 
terference before the expiration of the motion pe¬ 
riod under rule 109. 


It will be observed that in bur decision in the 
case of In rc Chase, supra, itj is stated that we 
did not intend to weaken in the least the doctrine 
of estoppel as announced in the Shinier case. 

The case of In rc Drashares j supra, involved an 
application owned by the assignee of an earlier 
filed application of one Padmore, which application 
liad been involved in a threq-pnrty interference 
upon a single count. This interference was dis¬ 
solved without an award of priority, and a patent 
was issued to one of the parties; to the interference, 
Prescott. Thereafter Brashares copied one claim 
from the Prescott patent and ^nade certain other 
claims for the purpose of bringing about an inter¬ 
ference proceeding between his 'application and the 
Prescott patent. The claims wjere rejected by the 


Patent Office tribunals upon the ground of estoppel 
based upon the failure of Brdshares’ assignee to 
bring a motion under rule 109; in the three-party 
interference between Prescott, $haw, and Padmore, 
the application of the last named party being owned 
by Brashares’ assignee. 

We affirmed such rejection. Although it appears 
from our opinion that such claims could not have 
boon adjudicated in said interference, and that, if 
a motion had been made by Brashares’ assignee in 
the interference under rule 109 jand allowed, a new 
interference would have been; declared between 
Brashares and one of the partjies to the interfer¬ 
ence, Prescott. In our opinion; we stated: 

Upon what were deemed by thisi court to be apposite 
and controlling authorities, as well as upon reason, we 
have more than once affirmed proceedings of the Patent 
Office under rule 109, supra, thusj indicating our belief 
in the validity of the rule itself, aind of the reasonable¬ 
ness of its application under the facts which the eases 
then before us presented. 

In said decision we also discussed the case of 
In re Shimcr, supra, and with Respect to it said: 

In the case of In re Shimer, 21 C. C. P. A. (Patents) 
979, 69 F.(2d) 556, the rule was applied under a some¬ 
what different state of facts. 

Of our findings there, the brief jof appellant says: 

* * * (those findings) havej perhaps gone as far 

as this or any court has ever gbne in approving the 
Patent Office in its applications of this doctrine of 
estoppel. 

In that case the application involved was the same 
application which had been in an j interference in which 
the party, Shimer, had seen applications of his opponents 
which disclosed, but, apparently did not claim, the sub¬ 
ject matter of certain of the claiiins he was seeking to 
make in the ex parte proceeding, j The tribunals of the 
Patent Office held that to allow such claims to he made 
would be to “provide grounds for a new interference 
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involving fin application with which the applicant has 
already been involved in interference”, and this court 
affirmed that view. 

A difference between the Shinier case, supra, and the 
case at bar is that the Brashares application, the only 
application belonging to the Union Company in which 
the here Involved claims could have been made, was 
never in interference with the I’rescott application. 

Careful consideration has been given to contentions 
made on behalf of appellant, and the authorities cited 
in support of same, but we are unable to discern any 
distinction in principle between the situation existing 
here and that which existed in the several cases above 
noted in which the application of the doctrine ot estoppel 
by the tribunals of the Patent Office was sustained, nor 
do we think the facts of this case are analogous to those 
which existed in the case of In rc Chase, 21 C. C. P. A. 
(Patents) 11S3. 71 P.(2d) 178. 

From the foregoing it clearly 1 appears that the 
only pertinent fact present in the case of In re 
Chase, supra, which was not present in one or more 
of the cited cases, was the fact that the Primary 
Examiner voluntarily, in effect, declared the inter¬ 
ference here involved, while in the cases cited either 
the party estopped sought an interference after 
the expiration of the motion period, or there had 
been an entire absence of action by anyone with 
respect to the interference upon the claims in¬ 
volved. 

This brings us to a consideration of the question 
of whether a voluntary declaration of an inter¬ 
ference by the Commissioner of Patents, acting 
through his subordinates, prevents the application 
of the rule of estoppel announced in the Austin, 
Shinier, and Brashares cases, supra. 

It is clear that interference No. GO,-'03 was de¬ 
clared long after the motion period in interference 
No. 37,106 had expired, and it is also clear that if, 
immediately prior to ilie time interference No. 
GO,503 was declared, Chase had moved in interfer¬ 
ence No. 57,100 to bring in his application here in¬ 
volved, without any showing of excuse for delay 
in making the motion, such motion would have been 
denied; or. if granted, appellant could have suc¬ 
cessfully maintained a motion to dissolve the inter¬ 
ference upon the ground that the counts were un¬ 
patentable to Chase by reason of estoppel. 

Rule 109 of the Rules of the United States Patent 
Office reads as follows: 

109. An applicant involved in aii interference may, 
within a time fixed by the Examiner of Interferences not 
less than thirty days after the preliminary statements 
(referred to in rule 110) of the parties have been received 
and approved, or if a motion to dissolve the interference 
has been brought by another party, within thirty days 
from the filing thereof, on motion duly made as provided 
by rule 153, hie an amendment to his application con¬ 
taining any claims which in his opinion should be made 
the basis of interference between himself and any of the 
other parties. 

**••**• 

Any party to an interference may bring a motion to 
put in interference any claims already in his application 
or patent which should be made the basis of interference 
between himself and any of the other parties. Any party 
to an interference may bring a motion to add or substi¬ 
tute any other application owned by him, as to the exist¬ 
ing issue, or to include an application or a patent owned 
by him, as to claims which should be made the basis of 
interference between himself and any of the other par¬ 
ties. Such motions are subject to t,he same conditions 
and the procedure in connection therewith is the same, 
so far as applicable, as hereinabove set forth for motions 
to amend. 

We are frank to say that in our decision in the 
Chase case, supra, we were of the opinion that the 
voluntary declaration of an interference by the 
Primary Examiner was equivalent to the Exami¬ 


ner's having allowed a motion by Chase in 
ference No. 57,100 under rule 10!) to bring 
second application, upon a showing of cai 
failure to file such motion during the mot 
riod. 

[1] We are now of the opinion that we \ 
error in this view; that interference No. 00,5 
inadvertently or improvidently declared 1 
Primary Examiner; : nd that upon the rec< 
fore us appellee was estopped under rule 10 
making the claims constituting the counts h 
volved, and could only be relieved from such 
pel by a showing upon the record in inter 
No. 57,100 of good cause for not having eo 
with rule 109. There is no such showing, un< 
is no indication in the record that, if the P 
Examiner had not voluntarily declared inter 
No. 00,503, appellee Chase would ever have 
such an interference. 

Appellee contends that the right to exten 
for motions under rule 109 is discretionar 
the Patent Office, and that the declaration 
Primary Examiner of the present interferon 
a tacit waiver by the Patent Olfice of any ob 
as to the timeliness of the setting up of suit 
ference. 

If seems to be the practice of the Patent 
continued for many years, to admit on moti 
ditioual claims and applications to an inter; 
previously declared, after the expiration 
motion period under rule 109, upon a show 
cause for delay in making the motion. Thi 
Lice, however, is not here involved, for the q 
before us is, may the Primary Examiner pi 
declare an interference at a time when the 
are not allowable in the application of one 
parties because of his failure to bring the 
ward in a prior interference to which he 
partv. 

It is not here claimed that rule 109 is inv 
unreasonable. In the case of United States, 
Horace Kocchlin el al. v. Marble, C. D. ISi 
22 O. G. 1305, the Supreme Court of the 1 
of Columbia, in discussing the rules of the 
Office, said: 

* * * Congress, in creating the Patent Ott 

by express legislation given that Office the power t 
rules for its conduct. Those rules, if they are 
the powers of the Office, arc just as authoritative 
laws of Congress itself, if within the limitation 
powers. * * * 

The rules, in so far .is they affect the ri{ 
applicants, are necessarily binding upon tl 
cials of the Patent Office as well as the appl 

[2] To hold that the Primary Examiner n 
nore rule 109 when a party, by failure to < 
with it in an interference proceeding, has lo 
rights he may have had to claims In his appli 
and declare another interference restoring 
rights, without any showing of excuse bj 
party in the original inti rferenee for not con 
with the rule, thus relie ing himself of the e: 
against him, would ere: te an intolerable sit 
of confusion in the prosecution of applicati 
the Patent Office. No party to an inter! 
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know even after the interference had been 
ated what issues he might be called upon to 
By the observance of rule 109, where the mo- 
>riod has expired in an interference all par- 
ereto are reasonably certain that there will 
other or further contest between the parties 
of them with respect to the applications in 
rence, or other applications held by one of 
nvolving the same invention disclosed in one 
applications in interference, 
conclude that, when interference Xo. 00,303 
eclared, the claims corresponding to the 
here involved were, upon the record before 
patentable to appellee by reason of estoppel 
>ned by his failure to comply with rule 109 
rference Xo. 57.100. the record not disclosing 
;cusc for such failure. This being true, the 
to dissolve the interference should have 
ranted. 

jpoars from the decision of the Examiner of 
•rences that a like motion to dissolve was 
when interference Xo. 00,303 was reformed 
>ur decision in the case of In rc Chase, supra. 
> true that the doctrine of estoppel is not 
d, because estoppels preclude a party from 
tg the truth: but it must be remembered that, 
interference Xo. 37,100 was declared, ap- 
Chase had access to appellant’s application 
lvolved, while appellant had no knowledge of 
•e’s application involved in the interference 
. After the motion i>eriod under rule 109 in 
rence Xo. 57.100 had expired, appellant had 
tht to assume that neither appellee nor his 
?e had any other pending applications which 
interfere with appellant’s application in said 
•rence; and if, after such motion period ex¬ 
appellee sought to excuse himself for not 
ring with rule 109, appellant would have a 
nter partes to resist any motion by appellee 
any other application to the interference. 

>e considerations lead to the conclusion that 
09 s a reasonable one, but inasmuch as its 
ableness has not been questioned we will not 
: this subject further. 

the reasons hereinbefore stated, we feel com- 
to come to the conclusion that we were in 
n the case of In re Chase, supra, in consider- 
at the voluntary declaration of interference 
1,503 by the Primary Examiner, followed by 
reparation of interference Xo. 69,901, was a 
•hick prevented the operation of rule 109 as 
oppel against appellee herein, 
re is some contention by appellee that the 
application here involved is for a different 
ion than that disclosed in the first Chase ap- 
on involved in interference Xo. 57,166. Ap- 
t contends that the counts before us are di- 
to the same invention as that covered by the 
i of interference Xo. 57,166, differing tbere- 
>nly in scope. 

he decision of the Board of Appeals in inter- 
:e Xo. 60,503, it is sta red: 

counts of the present issue are somewhat more 
: than the count of th issue of the earlier inter¬ 


ference but they relate to the same general subject mat¬ 
ter. It is admitted that they do not read on the earlier 
Chase application. 

The Avery application here involved is the same 
application that was involved in interference Xo. 
57,166. Apparently no division was required upon 
the theory that the application involved separate 
and distinct inventions, and we do not think that 
any differences between the counts of the inter¬ 
ference before us and the count in interference Xo. 
57,166 should prevent the application of rule 109. 
assuming without deciding that if the invention 
involved in interference Xo. 57,166 was separate and 
distinct from that involved in the interference at 
bar, compliance with rule 109 in bringing the in¬ 
vention here involved into interference 57,166 
would not have been obligatory. 

We are not unmindful that the United States 
Court of Appeals for the District of Columbia has, 
in the case of International Ccllucotton Products 
Co. v. Coe, S3 F.(2d) S69, 1936 C. D. 40, 471 O. G. 
243, expressly approved our decision in the case of 
In rc Chase, supra, and has held that, where an 
interference has been declared by the Patent Office, 
estoppel will not lie against a party to that inter¬ 
ference with respect to counts or claims that could 
not have been adjudicated in that interference. In 
other words, in the view of that court, estoppel in 
such cases can be applied only under the doctrine 
of res adjudicata. 

[3] We of course entertain the highest regard 
for the views of that court, and disagree with it 
most reluctantly. The conflict of decisions may 
create an embarrassing situation for the tribunals 
of the Patent Office, but we are convinced of the 
soundness of our decision in the case of In rc 
Shinier, supra, expressly affirmed in the case of 
In rc Chase, supra, and again in the case of In re 
Brashares, supra, holding that estoppel will ordi¬ 
narily lie for failure to comply with rule 109, even 
though a second interference be necessary; or, in 
other words, that estoppel is not restricted to the 
application of the doctrine of res adjudicata. We 
would observe that if, in the opinion of the Com¬ 
missioner of Patents, the interests of the public and 
orderly procedure in the Patent Office would be 
better served by adherence to the views expressed 
by the Court of Appeals of the District of Columbia 
in the case of International Ccllucotton Pn.ducts 
Co. v. Coe, supra, it is of course within the power 
of the Commissioner so to amend rule 109 as to 
avoid any conflict of decisions. 

It is also a matter of the utmost regret that we 
feel compelled to overrule our decision in the case 
of In rc Chase, supra. The Patent Office tribunals 
correctly followed our decision in the case last cited, 
and we reverse the Board of Appeals only because 
we feel called upon to reverse, in effect, our own 
decision in the case of In re Chase, supra. How¬ 
ever, the judges of courts are human and not in¬ 
fallible, and when they err, as they sometimes do, 
they should not hesitate to correct their errors. 

To recapitulate, while the issues herein could not 
have been decided in interference Xo. 57,166, be- 
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cause all of the parties thereto could not have made 
the claims constituting the counts, the same situa¬ 
tion existed in the case of In re Shimcr, supra; 
in that 'case the original interference had not ter¬ 
minated at the time that Shimer sought to add 
other counts, and in the case at bar appellee claims 
that interference No. 57,106 had not terminated at 
the time the interference before us was declared. 
The one material point of difference in the two 
cases is that in the case at bar the interference was 
voluntarily declared by the Primary Examiner, 
while in the Shimer case the Primary Examiner 
had refused to declare a second interference. This 
one point of difference we have fully discussed 
herein, and we conclude that this point does not so 
distinguish the two cases as to relieve appellee 
from estoppel by reason of failure to proceed in 
interference No. 57.1GG within the motion period 
under rule 109. 

It follows from the foregoing that the decision 
of the Board of Appeals must be reversed. 

In the briefs of both parties there is considerable 
discussion of the question of whether, if appellant 
be awarded priority of invention, he will be en¬ 
titled to a patent embracing the counts here in¬ 
volved. We have given this question no considera¬ 
tion. for that is a matter which may not be deter¬ 
mined in this appeal. 

An addition to the record in this case was made 
by writ of certiorari, issued upon application of ap¬ 
pellee. The writ was granted, and inasmuch as it 
appears that such addition was proper and material 
to the issues herein, the costs of such addition will 
be assessed against the api>ellant. 

The decision of the Board of Appeals is reversed. 

Reversed. 


Bland, ./., (dissenting). 

It is not necessary for me to recite the facts in¬ 
volved in this interference proceeding since they are 
stated in the majority opinion and arc also stated 
in the original ex parte Chase case. 

Appellant Avery's contentions here are that the 
present record makes it clear that the former Chase 
case was erroneously decided and that controlling 
facts which appear in this record were not dis¬ 
closed in the former record. While it may be said 
that the instant record makes clear certain facts 
which were not so clear in the former record, it is 
not thought that the difference between the records 
affords any justification for arriving at a conclu¬ 
sion different from that which the court arrived 
at in the ex parte case, unless we are of the opinion 
that the court erroneously failed to apply the doc¬ 
trine of estoppel in that case. 

Appellant has pointed out in his very elaborate 
brief what he regards to be the important features 
of the original Chase case which he contends are 
out of harmony with the decisions of this and other 
courts and frankly urges that this court change its 
former conclusion. He points out that, as evidenced 
by various publications, including articles appear¬ 
ing in the Journal of the Patent Office Society, 


which cites the report of the Patent Office Advi 
Committee made to the Secretary of Comm 
(44S O. G. 2G7), the decisions of this court an 
the Court of Appeals of the District of Colur 
(now the United States Court of Appeals for 
District of Columbia), on the subject of esto 
under rule 109, have led to great uncertainty 
confusion in interference practice. 

In view of the considerations to which appel 
has alluded, I agree that it is important in th( 
cision of this case to review the whole questio 
the so-called doctrine of estoppel which has 
veloped in connection with rule 109 of the Pa 
Office. This will necessarily require a consic 
tion of the history of the development of the 
trine. 

Estopi>els are not favored by the courts beci 
they prevent the proving of the truth and sh 
l»e applied only in very clear cases. The prim 
applied by the Patent Office to the Chase app 
tion during its ex parte consideration is the 
growth of a doctrine which was, as far as I 1 
been able to discover, first invoked a third < 
century ago by the Court of Appeals of the Dis 
of Columbia in lilaclcford v. Wilder, 2S App. I 
535, 127 O. G. 1255. The court held that the p 
Wilder was not entitled to the allowance of ch 
in an application because of the fact that he 
estopped from claiming ex parte that which he 
lost in a prior interference, which interference 
been finally adjudicated by the court. It was t 
stated that it would be presumed that all mai 
had been adjudicated in the original holding w 
could have there been adjudicated. The esto 
was there clearly based upon the doctrine of 
judicata. This doctrine is a very old one and 
which had been definitely and clearly annou 
by the Supreme Court of the United State; 
Wcsbit v. Independent District. 144 U. S. G10. ( 
last-cited case is the basis of the decision in Bl 
ford v. Wilder, supra.) 

Without going into too much detail in the wa 
citation and discussion, it is fair to state th; 
consideration of the cases subsequently decide* 
the Court of Appeals of the District of Colui 
discloses that the doctrine of res judicata was 
only extended but a kind < f equitable doctrine 
also applied. The latter was to the effect 
where one avoided a test of priority at a time v 
he had the right to speak and claim priorit; 
would be inequitable to allow him to claim ii 
ex parte proceeding that which he had refuse 
claim and assert priority to when he had the 
portunity to do so. But, in every instance, in 
early development of the doctrine there had t 
certain elements present. The estoppel in pais 
declared to exist where there was a statement, 
mission or act by one of the parties which wa 
consistent with his later claim of priority, 
where the statement, adi fission or act mad< 
him was relied upon by hi. opponent to the lat 
injury. If any one of tlie-e elements did not e 
there was no estoppel. 
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of the problem, in the absence of a solution that they 
feel to be entirely satisfactory. 

(2) That in the particular case where an interference 
is terminated by dissolution without an award of priority 
a rule limiting the application of the doctrine of estoppel 
may properly he made. 

Accordingly, your committee has already recommended 
and received your approval of a revision of rule 11G, and 
rule 11G as so revised went into effect August 21 of this 
year [1934]. With regard to estoppels arising out of 
cases in other categories, your committee is not prepared 
to make final recommendations but still has the matter 
under consideration. 

The new matter added to rule 116 rends as fol¬ 
lows : 

11G. • * • 

The termination of the interference by dissolution un¬ 
der rule 122 without an award of priority shall not 
disturb this presumption, and a party enjoying the status 
of a senior party with respect to any subject-matter of 
his application shall not be deprived of any claim to 
such subject-matter solely on the ground that such claim 
was not added to the interference by amendment under 
rule 109. 

Now, at last we have a situation wherein the 
Patent Office by rule decides under what circum¬ 
stances estoppel will be applied. It makes no dif¬ 
ference what the courts think about the inequitable 
conduct of the party or whether or not the neces¬ 
sary elements exist which make the doctrine apply. 
The Patent Office in order to get away from a fast- 
growing intolerable situation has been persuaded 
to assert by rule that under at least one statement 
of facts there will he no estoppel applied. It is now 
suggested by the majority that rule 109 might be 
amended so as to make the decisions of the courts 
harmonize. I take this to mean that if the Patent 
Office wants to further get away from certain un¬ 
desired results from the application of the doctrine 
of estoppel by virtue of failure to act under rule 
109, the said rule 109 may be so changed as to modi¬ 
fy the requirement with reference to copying claims. 
This subject matter prompts the observation that 
if the action of the Patent Office in the adoption of 
rule 116 constitutes a valid and effective rule, the 
adoption of further rules along this line would 
accomplish the same purpose without destroying 
the desired effectiveness of rule 109 to accomplish 
the purposes for which it was originally intended. 

It is the view of the majority in that in the in¬ 
stant case Chase, having failed to bring forward 
certain claims of an application not in the original 
seven-party interference, and irrespective of the 
showing that he clearly was the first inventor, and 
irrespective of the fact that Avery admits he is 
not the first inventor and in any event could not 
have a valid patent for the .subject matter of the 
interference counts here involved, Chase should be 
estopped, not because of the doctrine of res judi¬ 
cata, because it is obvious that it does not apply, 
and not because of the application of the strict 
doctrine of equitable estoppel, because clearly 
Avery has shown no damage, admits that he can¬ 
not have the patent and that Chase is the first in¬ 
ventor, but for the reason that Chase has failed 
to comply with rule 109. Just here, let it be ob¬ 
served that the Patent Office has made no rule 
which states that in the ox parte prosecution of a 
patent application a party will be denied claims 
upon the ground of estoppel if he did not take ad¬ 


vantage of the opportunity extended by rule 
and bring these claims forward in a prior i 
ference. If the Psjtent Office has the lawful 
to determine one’sj rights under the doctrin 
estoppel by the adoption of rule 116, it also 
the perfect right tb adopt and promulgate a 
which would inform inventors that if they die 
bring their claims forward as they are perm 
to by rule 109, they) will be estopped when clai 
the invention in ani ex parte proceeding. 

In Severson v. Of sen, 20 C. C. P. A. (Pate 
946, 64 F.(2d) 694,! 434 O. G. 253, and elsew 
this court said that it would not extend the 
trine of equitable estoppel or the doctrine ak: 
equitable estoppel which has many times beet 
nounced (first in Mason v. Hepburn, 13 App. ] 
S6, S4 O. G. 147), | and I think the courts, 
especially this court have very carefully gus 
against its extension. The application of the 
trine denies the righjt of the first inventor to ( 
that which he has invented. It is based sqm 
upon equitable considerations. It seems to me 
there are more persuasive reasons for calli: 
halt to the unwarranted and unusual extensic 
the so-called doctrine of estoppel when applie 
reason of rule 109 than there was for refusir 
extend the Mason v.| Hepburn doctrine. It s 
to me that the particular facts at bar suggesi 
necessity of halting jthe unwarranted extensic 
the doctrine at this point. 

The facts in the ciisc at bar are unlike the 
in any case in the fyooks anywhere. We po; 
this fact out in the ex parte decision. Some o 
parties in the seveniparty interference could 
make the counts. The particular issue bet' 
the appellant and the appellee at bar could 
have been adjudicated in that interference, 
other interference would have had to be deck 
Unless the doctrine of! estoppel based upon res 
eata is greatly extended (and I fear that it 
been) it could have no application to this kir 
case. In the ex parte Chase case, however 
alluded to this fact together with the addit 
fact that the application involved in the seven-j 
interference was not; the application which 
appellant is charged iwith not bringing forv 
Moreover, we there caljlcd attention to the fact 
while the seven-party j interference was still < f 
on and while it was still possible for Chase, 
a proper showing, to have the second applie; 
moved into the interference, the Primary Exam 
while exercising his discretionary power, am 
reasons which evidently appeared satisfuctoi 
him, set up the second Interference and cause< 
claims to be copied without requiring any sho 
or motion. Appellee wits so clearly the first ii 
tor that no contest of priority was had at that 
or in the same redeclared interference which is 
before us. It was the 'j Examiner of Interfer< 
who applied the doctrine of estoppel. 

After careful consideration, this court, in j 
Brasheres, supra, where estoppel was ap] 
pointed out that the fqcts in that case wer< 
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>\v, it must be conceded that this court and the even though the case lacked the elements necessary 
•t of Appeals of the District of Columbia have for either the doctrine of estoppel based upon res 
further in applying these doctrines to ques- judicata or inequitable conduct. This was more 
; comparable to the one at bar than have the than a distinct extension of the doctrine. It was, 

ts in any other jurisdiction. It has been held as I am being forced to conclude, the creation of 

jbstance that if one’s application has been in a bar to the obtaining of a patent, which was 
nterference with another and he fails to bring neither warranted under the statute nor sanctioned 
lard an assertion of priority of claims therein, by the settled principles of law. From this quickly 
s estopped iin his ex parte prosecution from developed practice there was started a line of hold- 
ning that invention, even though all the ele- ings which are now being followed and extended 

ps of the true doctrine of equitable estopped to such a degree as to call for a reinvestigation of 

jdoppel by reason of res judicata are not present, the whole question by everyone interested in patent 

pover, in In re Braahcres, 22 C. C. P. A. (Pat- jurisprudence. 

j) 873, 74 F.(2d) 751, 455 O: G. 264, it was held For reasons which will presently appear, rule 
a party to an interference was not only re- 110 of the Patent Office was amended in 1034. 
kl to bring forward other claims of the ap- In White ct til. v. Ovaitt. 1923 C. D. IS, 30S O. G. 
tion actually in interference, but any other 440, the Commissioner of Patents had held that the 
ns in any other application which he might senior party in an interference, which had been 
and we may say further that this court has dissolved without an award of priority, was barred 
so far as to hold that he will be estopped from thereafter asserting broader claims by reason 
ss he brings forward the claims of an appli- of his failure to comply with rule 109. In re Capon, 
>n not in the interference even though all the j 43 App. I). C. 342, 214 O. G. GS5, was relied upon 
ies to that interference cannot make the counts for supporting authority. This court in In re Alex- 
even though it be necessary to set aside an under non, 21 C. C. P. A. (Patents) 9S3. GO F.(2d) 
e for another interference between the parties 541. 440 O. G. 501, in a case where the interference 
can make the counts. This misnamed estoppel had been dissolved before there was a final award 
used upon the premise that the party did not of priority, had held that the senior party was 
>ly with rule 1U0. This is not only the holding estopped from claiming that which he could have 


!>me of the decisions of this court but of some 
he decisions of the Court of Appeals of the 
riot of Columbia, our predecessor in this juris- 
on. The doctrines announced in these cases 
jusly are not based either upon res judicata or 
»pel by reason of inequitable conduct, lies 
sata has been applied where there was no ideu- 
either of the parties or issues and also where 
e was no finality of judgment, as well as in cases 
re it was impossible to have adjudicated the 
icular issue involved. The so-called equitable 
ciple has also been applied in cases where there 
* no such facts as to make the well-known 
table doctrine applicable. Outside of the hold- 
in these decisions, there is no warrant in law 
denying the first inventor a patent because he 
not taken advantage of an opportunity offered 
. Patent Office rule. 

: the time Blackford v. Wilder, supra, was de- 
1. there was no rule in the Patent Office which 
:lcd an applicant to bring forward all his claims 
n application and submit them in a priority 
est. Recognizing the force and importance of 
decision, based squarely upon the settled doe- 
; of res judicata, the Patent Office adopted a 
—109—which said in substance that an appli- 
in an interference proceeding may by motion 
g forward claims. This, of course, meant 
ns in the application involved. Later (July, 
), the rule was amended, stating that the party 
substitute any other application owned by 
It was then only a short step until the Patent 
e began holding that the applicant was estopped 
i obtaining his claims if he did not bring them 
■ard under the permission granted by the rule, 


sought to obtain in the interference in which he 
was engaged. 

In October, 1034, in a rej)ort of the Patent Ad¬ 
visory Committee to the Secretary of Commerce, 
supra, attention was called to this situation in the 
following language: 

The situation thus developed in the practice may lead 
into a dilemma. 

(1) To deny a party participation in an interference 
when he fails or refuses to assert or reveal his claim 
within the times provided, and where his activities con¬ 
stitute a bar to another, may result in an award of 
priority in favor of an issuance of a patent to one who 
is not the lirst inventor and who is not entitled to the 
patent. 

(2) To admit to participation in an interference a 
party who is barred (by his own laches or failure to 
comply with orderly procedure) from receiving the pat¬ 
ent is to give a pure right of opposition, i. e., a right of 
opposition not coupled with a claim, and that is not 
sanctioned by law. 

While it would appear that the proper administration 
of the law requires strict compliance of a party with 
the regulations requiring him to assert or reveal his 
claim within the time prescribed or permitted by the 
practice—otherwise the practice degenerates into chaos— 
nevertheless it would appear that invariable forfeiture 
of rights, regardless of circumstances, is an exceedingly 
severe application of the doctrine not consistent with 
the doctrines of equity upon which it rests. It is believed 
that a treatment of each case upon its own facts by or 
under the authority of the Commissioner of Patents will 
evolve a proper procedure mitigating the severity of the 
practice as heretofore adopted and avoiding the dilemma 
above pointed out. which procedure may, when evolved, 
be cast into the form of a rule. 

Your committee, after long and intensive consideration 
of the matter, has therefore arrived at the following con¬ 
clusions :— 

(1) That in general, where a party is tardy in assert¬ 
ing an interfering claim to subject-matter or to dates, 
the particular facts should be considered in determining 
whether and to what extent the party is under default 
so that the doctrine of estoppel should be applied. How¬ 
ever, having regard to the numerous factual variations 
which may be encountered, it is questionable whether a 
rule of universal application can be safely laid down. 
Therefore, the members of the committee, although being 
in general accord as to the principles which should gov¬ 
ern, are making no recommendation as to this branch 


>gous to those which existed in the ex parte 
e case. 

! we have a case here where the combined 
[are so very different from those in any other 
Hn the books that if it is the desire not to ex- 
: the doctrine, every other case can be dis- 
fished. The, language of Mr. Justice Cardozo, 
lugh addressed to a different question, in Nor- 
vn Nitrogen Products Co. v. United States, 2SS 
, 294, would seem to aptly apply— 

»e tokens of intention set down in this opinion 
a force in combination that is denied to any one 
an alone.” 

: it be remembered that while the motion pe- 

i had passed, it was still within the discretion 
e Patent Ofliee to open up the case, upon a 
>r showing, and permit a trial of priority on 
articular issue between the appellant and the 
Hoc. 

e majority opinion states that the Primary 
niner had no right to declare the second inter- 
tee because when he did he knew that Chase 
d not be allowed the claims by reason of the 
that he was estopped. Estopped upon what 
ry? Not because he was trying to avoid a con- 
of priority. The inventions were so dissimilar 
ie two applications that the Primary Examiner 
ved that a separate interference was necessary 
declared it. Chase, admittedly the lirst in- 
)r, came forward in response to the Patent 
e request and apparently satisfied everyone 
erned that he was the first inventor in fact. 
;t is there about his conduct that is unfair, 
is inequitable? Has he attempted to evade a 
rity contest in claims that he would have lost? 
at all. 

)pellant takes the position in this case that a 
ing with him that Chase is estopped is not an 
usion of the doctrine: or at least he argues, in 
t, that if it be an extension it is such an ex- 
Ion as is the natural outgrowth of the doctrine 
the logical development of it. Right there lies 
difficulty with the whole situation. By some- 
t plausible argument it is easy to continue to 
:ch and extend the doctrine until it ceases to 
>tely resemble the one originally adopted. This 
I think, I have clearly hereinbefore shown, 
his court is of the opinion that it should not 
nd the doctrine, being an unpopular one, al- 
igh admittedly a meritorious one in proper 
s, it should refuse to extend it to facts not 
id in the prior decided cases and especially it 
ild do so when those facts arc such as to make 
application of the doctrine when resting upon 
adjudicata or strictly equitable principles in- 
■opriate. The majority states, and they find 
edent therefor in our decisions, that the so- 
;d estoppel applied ro Chase has its origin in 
failure to comply with rule 109. To my way of 
king. Chase has violated no Patent Office rule. 
:ould have brought forward, under the permis- 
rule of the Patent Office, these claims at a 
e and time when he could not have had the 
e adjudicated. It might have resulted in the 


declaration of a new interference. This is exactly 
the thing that was done. Even; if it be conceded 
that he has violated rule 109 there is no mandate 
in it requiring a denial of a patent. 

Let us for a moment look at this court’s decision 
in In re Long, 23 C. C. P. A. (Patents) 107S, 83 
F.(2d) 458, 470 O. G. 939. Lon£, during the pend¬ 
ency of his application, was claiining the invention 
of the interference, and he hafi claims standing 
allowed for this invention. The Examiner denied 
the claims in Long's ex parte prosecution on the 
ground of estoppel for the reasojn that he had not 
presented for priority contest claims broader than 
those he had lost in the interference. The estoppel 
was stated to rest upon the proposition that the 
losing party in an interference proceeding ordi¬ 
narily cannot be awarded claims broader than those 
which were awarded to the successful party. The 
application involved in the interference was not 
involved in the original interference. We held that 
the invention involved in the original three-party 
interference was an improvement on the broad in¬ 
vention disclosed and claimed ini the application in 
the interference in which he was estopped. It was 
apparent that the claims were not patentable to the 
winner Evans or the loser DayJ We took the po¬ 
sition that the estoppel, if there was one, did not 
operate in favor of the party claiming it and re¬ 
versed the Board’s decision. What about the in¬ 
stant case? When Avery concedes that he could 
uot have a valid patent and is therefore not dam¬ 
aged, how can he invoke an equitable estoppel 
against Chase? In the Long case, supra, we said: 

In this court, tlic Solicitor for tjic Patent Office con¬ 
tends that, regardless of whether or not the basis for 
an equitable estoppel exists, it is the settled law that 
unless appellant, under rule 109, rtiovcd to add to the 
interference claims to the broad 'Subject matter now 
claimed, the same being broader than the issue of the 
interference he is not now entitled to their allowance 
in the instant application, and relics largely upon In rc 
Rhodes, 23 C. C. P. A. (Patents) Sir,. SO F.(2d) 525. 
The Solicitor points out certain distinctions which exist 
between tin? instant case and the Ifchodes case, but con¬ 
tends that the distinctions are not material and that the 
holding of the Board that appellant was not entitled to 
the claims for the reasons by it Stated is abundantly 
supported by the authorities. 

We know of no case on all fours!with the case at bar 
either in the facts or the principle? involved. It would 
be needless to cite authority for the proposition that in 
the Patent Office there has been ajgradual extension of 
the so-called doctrine of estoppel. In some of its phases 
it has been approved by the courts, and in others the 
application of the doctrine has beeii rejected. It is well 
settled, however, that if a party to! an interference fails 
to submit subject matter claimed iin the application in¬ 
volved or in other applications belonging to him for a 
contest of priority where such subject matter is claimed 
by his adversary or adversaries, he| is afterwards barred 
from obtaining claims not so submitted or claims broader 
than the issue of the interference.: It furthermore has 
been held that it is not only his duty to bring forward 
such subject matter when the matter is claimed by his 
adversary, but that it is also his duty to do so when 
such subject matter is clearly disclosed by his adversary 
and not claimed. The latter wasj our holding, in ap¬ 
proving the action of the Patent Office, in In re Rhodes, 
supra. 

We know of no case, however, where a party losing 
narrow claims in an interference lias been denied broad 
claims because he failed to present ithe same in an inter¬ 
ference where the subject matter was not patentable to 
any one of the other parties, and where they, in claiming 
an improvement over the broad invention either dis¬ 
claimed the broad invention or by;their conduct clearly 
conceded that in any event they cjould not be regarded 
as its first inventor. 

In about a dozen cases this court has had oc¬ 
casion to review the decision of the Board of Ap- 
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peals with reference to its application or failure 
to apply the doctrine of estoppel arising out of an 
alleged lack of compliance with the provisions of 
rule 109. We have reversed the Board but twice 
where it applied the doctrine— In re Long, supra, 
and In re Chose, supra. If the Chase case was de¬ 
cided wrong, the Long case must not be pointed to 
as the law. The holdings of this court will, there¬ 
fore, all be one way as far as results are concerned. 
Since the doctrine in the instant case has been by 
the majority extended to facts wholly different 
from those in any other case, it is not seen how it 
can be logically contended that the doctrine is not 
being extended to such a degree that the situation 
is, to say the least. Incoming somewhat alarming. 
It seems to me that it is obvious that our decisions 
on this question are not in harmony with each other 
and, with all due deference to the views of the 
majority, it would seem to be the part of wisdom 
to overrule other decisions of this court rather 
than the only ones which have promised any relief 
from the growing intolerable conditions. 

I deem it proper to make reference to another im¬ 
portant and interesting matter. The United States 
Court of Appeals for the District of Columbia, our 
predecessor in our present patent jurisdiction, now 
exercises appellate jurisdiction under section 4915 
of the Revised Statutes. It is called upon to con¬ 
sider the same subject matter as we are herewith 
concerned. In International Cellucotton Products 
Co. v. Coe. CO App. D. C. 24S, S5 F.(2d) S69. 471 
O. G. 243. the court seems to have gone back square¬ 
ly to the principle of res judicata in making ap¬ 
plication of the doctrine of estoppel for failure to 
present claims in aD interference : proceeding. 
Whether the court in the later case of E. I. du Pont 
de Nemours rf Co. v. Coe. 07 App. D. C. 42, 89 F.(2d) 
079. 470 O. G. 243. which did not cite the Interna¬ 
tional Cellucotton Products Co. case, supra, was a 
reconsideration of the whole matter, I have no way 
of knowing. In the Du Pont case, however, there 
was nothing to indicate that the whole matter was 
given renewed consideration or that the holding in 
the International Cellucotton Products Co. case 
was considered or disapproved. 

For reasons stated in the ex parte Chase case, 
supra, which will be summarized more in detail 
here. I am convinced that this court is, wholly un¬ 
justified in reversing the decision of the Board of 
Appeals which in this proceeding followed our hold¬ 
ing in the ex parte Chase case and declined to ap¬ 
ply the doctrine of estoppel. Those reasons may 
be summarized ns follows: 

First. Chase is unquestionably the first inventor. 

Second. It is conceded that the involved counts 
would not be valid in a patent issued to Avery. 
He has, therefore, not been harmed. 

Third. The subject matter of this interference is 
a different invention from that disclosed in Chase’s 
application in the first interference and the issue 
could not have been adjudicated in that inter¬ 
ference. 

Fourth. A second interference was properly de¬ 


clared by the Primary Examiner. Both pa' 
were offered their day in court and Chase, v 
called upon, entered the contest and easily sho 
priority. He therefore is not in the fncqrrftabk 
sition of attempting to evade a priority contest 
later attempting to claim that which he other 
would have lost. 

Fifth. There having been no adjudication of 
issue either actually or presumptively in the 
interference and none of the elements of cquit 
estoppel being present, there is no warrant in 
for interposing estoppel as a bar against appel 
obtaining a patent. 

I cannot agree with the majority that ther 
any basis for estoppel after the Primary Exam 
in the exercise of his discretion had set up 
second interference. 

Garrett, P. J.. concurs in the foregoing diss 
ing opinion. 


\ Patent Suits 

(Notices under sec. 4921. R. S.. as amended Feb. IS. 1 

1,873,748, X. M. Lower, Screw conveyer; 1.(590 
A. Hunt, Stoker construction; 1.724.593, A. M. I 
Stoker..^ conveyer; 1.455.058, N. M. Lower, Locom 
stoker ;• 1.042,076, X. M. Lover ot al.. Distributor 
for stokars. appeal filed Apr. 17. 1939, C. C. A.. 4th 
Doc. 4477 t Standard Stoker Co.. Inc., v. Berkley Mai 
Works an A. Foundry Co., Inc. 

l,455.058:- v (Sec 1.373.748.) 

1,455,887, O. B. Salisbury. Shoe, filed Apr. 17, 1 

D. C., E. D. X. Y., Doc. Civ.-334, 0. It. Salishur 
Pediformc ShoC.Co., Inc. 

1.460.0(54, II. fynvc, Test indicator, D. C.. X. D. ( 

E. Div., Doc. 19,097. L. S. St arret t Co. V. If. H. F 

et al. Patent held valid and infringed, injunction 
14. 1939. \ 

1.477,090. (See 1.S93.G0S.) 

1.4S1.902, J. \V. Irvin, Valve-ln-head motor, filed 
0. 1939. D. C. Conn.. Doc 77-Civ., J. w. Irvin v. Cl 
Chevrolet Co. 

1.4S4.523, 1.099.070, II. J. Mumm et al.. Sausage c;i 
and process of producing the same; 1.837.280, B 
Mumm, Sausage casing and process of producing 
same, filed Apr. 11. 1939, I>. C.. X. D. Iowa, E. " 
Doc. 9-Civ., IS. Mumm v. Rath Packing Co. 

1.507,016. L. Do Forest, Radiosignaling sysi 
1,507.017, same. Wireless telegraph and telephone 
tern. D. C.. S. D. Calif.. C. Div., Doc. Eq.-1332 
Western Electric Co.. Inc., et al. \\. Hrixtoic <f- Co. e 
Consent decree holding patents valid and infringed 
28. 193S. Doc. 141 C. Civ.. U’otmi Electric Co., 
et al. v. Alexander Tlirsch (.Radio Television Supply i 
Decree in favor of plaintiffs, injunction Apr. 7, 19' 

1.507.017. (Sec 1.507.010.) \ 

1.563.321. W. A. Frantz. Electric connection; 1,611 
same, Cord terminal, filed Apr. 12, 1939, \j), Q. G 
Doe. 118-Civ.. W. A. Frantz e: al. v. Whitney Rlaki 

1.611.014. (See 1.503.321.) 

1,017,240, R. A. Fessenden, Methods for wirelos 
reetivc signaling; 1.617,242. ssme, Wireless traiismi 
and reception, C. C. A.. 3d Cir., Doc. 0850, II. M. Fc 
den v. R. C. A. Lower court affirmed Apr. 13, 193! 

1.017.242. (See 1.017,240.) 1.C42.07G. (See 1.373.’ 

1.090,116. (Sec 1.373.748.) ,099,076. (Sec 1,484,: 

1.720,255, C. A. Adams, IMler for gravity carr 
1.870,534, same. Bearing ada;> cr; 2,023,718, same, . 
friction bearing; 2,077,188. II. M. Uishel, Roller conv 
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Apr. 3. 1939. D. C.. E. D. Mich., S. Div., Doc. 927, 
lews Conveyer Co. v. Palmer-Dee Co. 

"24,593. (See 1,373.74$.) 

'04.959, D. F. Matushenko, Bracelet lock, filed Apr. 
1939, D. C., E. D. N. Y., Doc. Civ.-333, P. J. Drakoff 
'oray'ft Manufacturing Co., Inc., ct at. 

557.2S0. (See 1,484,523.) 1.S7C.534. (Sec 1,720,253.) 
$92,892, M. F. Jamar, Jr., Artificial minnow; Des. 
'0, L. J. WoOSter, Design for a fish bait body, filed 
10. 1939, D. C., E. D. Mich.. S. Div., Doc. 966, 
is lied (ton's Sons v. Mills ite Steel d Wire Works, 

593,60S. F. C. Atwood, Casein solution and method 
inking the same; 1,47",096. \V. B. Allen, Interior- 
finish; Re. 16,175, W. B. Allen, Interior-wall finish. 
Apr. 12. 1939. D. C., E. D. X. Y.. Doc. Civ.-320, 
ntic Research Associates, Inc., v. L. F. Cassoff ct al. 
145,358. C. G. Raible, Method of forming chaplets 
the like. C. C. A„ 6th Olr., Doc. 7795. Fanner Manu- 
uring Co. v. Angell Nail d Chaplet Co. Decree af- 
kl Apr. 13. 1939. 

955.306. L. Malmstead, Foundation garment, C. C. A., 
?ir., Doc. —, L. Malmstead v. Warner Rrothcrs Co. 
■eo affirmed. (Notice Jan. 13, 1939.) 

972.512. J. A. Devendor et al., Button, appeal filed 
15, 1939. C. C. A.. 2d Cir., Doc. —, J. A. Devendor 
l. v. C d C Button d Trimming Co., Inc. 

023,71S. (See 1,720.255.) 

1)51,322, J. Weisbaum. Necktie, D. C., S. D. Ohio, 
Div., Doc. 445—Eq„ ./. Weisbaum v. Glenn C. Strock 
(Strock d Landry). Dismissed Apr. 7, 1939. 
977.1SS. (See 1.720,255.) /' 

995.223. A. O. Samuels. Fan. C. C. A., 2d Cir., Doc. —. 
son-Unitcd Cory. v. Scars, Roebuck d Co., Inc .i 
■ce reversed. (Notice Dec. 16, 1938.) 

107,216. II. L. Rogers. Receptacle and closure there- 
D. C.. S. D. N. Y., Do*’. Civ. 2-412, Rogers Imports, 
et al. v. Excel Merchandise Co., Inc. Stipulation 
drawing action without prejudice. (Notice Feb. 24, 
',) 

110.3S5. (See 2.143,677.) 

115,495, H. II. Mapelsden, Bushing, filed Apr. 12, 
D. C. Conn., Doc. 119-Civ., General Electric Co. V. 
tncy Blake Co. 

130,372, T. T. Tucker, Method of and apparatus for* 
biting buildings, filed Apr. 15, 1939, D. C.. N. D. 
(Atlanta). Doc. 2143, T. T. Tucker v. Atlanta Flour 
'ain Co. et al. 


2.143.677 (a), R. H. Bradwell, Tufting machine; 

2.143.67S, 2,143,679, R. E. Baggett et al.. Tufting ma¬ 
chine: filed Mar. 30, 1939, D. C., N. D. Ga. (Rome), 
Doc. 293, Polly Prentiss, Inc., ct al. v. Novelty Mills of 
Georgia, Inc., et al. Doc. 294, Polly Prentiss, Inc., ct al. 
v. Home Craft Spread Co. et al. Doc. 295, Polly Prentiss, 
Inc., et al. v. Princely Spread Corp. 

2,143,077 (6). see (<z) ; 2,143.678. 2,143,079, see (a) ; 
2.110.3S5, M. A. White, Tufting machine, filed Mar. 30, 
1939, D. C., X. D. Ga. (Rome), Doc. 292-Civ., Polly 
Prentiss, Inc., ct al. v. Walter E. Dellinger (Dellinger 
Spread Co.) ct al. 

2,143,078. (See 2,143,677.) 2,143,679. (See 2,143,077.) 

2,149,777, C. Kidwell, Anatomical injector and aspira¬ 
tor. filed Apr. 13, 1939, D. C„ E. D. Mo., Doc. 197, C. 
Kidxccll ct al. (K-Z Co.) v. R. II. Tontrup. 

Re. 16.173. (Sec 1.S93.00S.) 

Re. 1S.S41 (of 1.622,937), J. Mayer, Hair waving 
method, D. C„ E. D. Mich., Doc. S348, Philad Co. v. 
Velva Wave-in-Oil Co., Inc., ct al. Dismissed Apr. 3, 
1939. 

/Des. 93,370. (See 1.892.S92.) 

Des. 113,034, J. II. LelT, Brooch or similar article, 
filed Apr. 11, 1939, D. C.. S. D. N. Y., Doc. Civ. 3-234, 
Du Jay Inc. v. Frederick Brooks ct al. (Brooks d Co.) 


Adjudicated Patents 

(D. C. N. Y.) Keller patent. No. 1,489,833, for method 
of operating upon printed webs, claims 5 to S. and 14 
to 25 Held invalid. Keller v. American Sales Book Co., 
26 F. Supp. 835. 

(C. C. A. X. Y.) Stranahan patent, No. 1,713,242, for 
steering-gear check, claims 1, 2, and 3 Held valid and 
infringed. General Motors Corporation v. Apollo Mag¬ 
neto Corporation, 102 F.(2d) 455. 

(C. C. A. Calif.) Parker patent. No. 1.S73.259, for 
apparatus for wire binding boxes, claims 43, 44, 45, 40, 
47. 48, 49, 52, 55, 60, 07. 75, and 76 Held valid but not 
infringed. Wire Tic Mach. Co. v. Pacific Box Corpora¬ 
tion, 102 F.(2d) 543. 

(C. C. A. Calif.) Parker patent. No. 1,875,260. for 
bundle binding and tying machine, claim 09 Held valid 
and infringed. Id. 

(D. C. Ind.) Staude reissue patent, No. 15,906, for 
automatic break control for power-propelled vehicles, 
claim 2 Held not infringed. Staude v. Bcndix Products 
Corporation, 26 F. Supp. 901. 
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27 Affidavit of George F. Scull 

Filed January 26 1940 

* * * 

i 

State of New York 

County of Neiv York, ss. 

i 

George F. Scull, being duly sworn, deposes and says that 
he is of counsel for plaintiffs herein; that he is fajmiliar 
with the proceedings antedating the commencement of this 
action and that such proceedings are as follows: 

In August, 1928, a “seven-party” interference No. 57,- 
166 was declared by the Patent Office. The applications 
of Avery and Friden, hereinafter referred to, and a Chase 
application Serial No. 79,811 were involved in that iintein¬ 
ference. On October 19, 1929, the Law Examiner held the 
original count of this “seven-party” interference jto be 
unpatentable. On November 8, 1929, Chase moved tb add 
a count for determination of priority between Chasj? and 

Avcrv and Friden. 

* 

The Law Examiner on January 21, 1930 held this count 
to be unpatentable to Avery or Friden, saying: 

“The party Chase moves that an interference be in¬ 
stituted between the parties Chase and Avery with the fol¬ 
lowing claim as the issue: 

In a motor driven calculating machine, numeral wheels, 
a reversible rotary actuator therefor, a transversely dis¬ 
placeable carriage on which said wheels are mounted,! and 
means for dividing an amount registered on said numeral 
wheels by an amount set up in said actuator, including 
means controlled by an overdraft registration in the nu¬ 
meral wheels for repeatedly reversing the direction ot‘ ro¬ 
tation of the actuator and shifting the carriage between 
additive and subtractive rotations of the actuator. 

The parties Friden and Avery notified the parties that, 
in opposition to Chase’s motion, they would refer to the 
references of record, used by the parties in opposition to 
the several motions heard May 29, 1929. At the hearing 
the following references were specifically mentioned: i 

i 

I 

i 

i 
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Rechnitzer, 809,075; 

28 Jahnz, German, 277,829; 

Muldivo, British, 225,253. 

Claim 134 reads on the (’base and the Avery application 
as pointed out in detail on page 2 of the statement filed by 
Chase Nov. 16, 1929 (paper 59). It also reads on the Fri- 
den application in which it appears as claim 14. Claim 
14 is a part of the Friden application in its condition as it 
was when it was hied and it is unnecessary to point out in 
detail how this claim reads on the Friden structure. Fur¬ 
thermore the motion does not allege that Friden should be 
a party to the proposed interference. At the hearing the 
parties did not offer any objection to the reading of the 
proposed count on the Chase, Avery and Friden applica¬ 
tions. 

Chase stated at the hearing that, although the claim reads 
on the Friden application, it is unpatentable to Friden in 
view of the Muldivo patent. The claim is readable on the 
Muldivo patent as pointed out in detail on page 2 of the 
statement filed Nov. 16, 1929 by Chase (paper 59). It is 
therefore unpatentable to Friden and it is unpatentable to 
Avery as well, since the Muldivo patent was issued (sealed) 
Feb. 25, 1925, or before tin* filing date of the application of 
Avery. The preliminary statement of Avery is directed to 
the count and not to the proposed new count and there is 
no evidence carrying Avery’s date back of the date of the 
Muldive patent as to the subject matter of the claim. The 
Alexander Milburn Co. v. Davis-Bournonville Co., 344 0. G. 
817. 

Claim 134 is unpatentable over the patent to Rechnitzer 
which is applicable to the claim as pointed out in detail on 
pages 8 and 9 of the brief (filed Dec. 9, 1929) for Avery 
in opposition to the second Chase motion to amend. * * # 

Chase’s motion to amend is denied. 

A limit of appeal is set to expire February 10, 1930.” 

On February 10, 1930, Chase appealed to the Board of 
Appeals from this decision. 

On August 9. 1930. the Primary Examiner suggested to 
Friden claims from another Chase application. Serial No. 
213,617. These suggested claims covered the subject mat- 
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ter of the claims involved in the case at bar. On' August 
18,1930, these suggested claims were copied into the Friden 
application involved in the “seven-party” interference and 
Interference No. 60,503, Friden v. Chase, was declared by 
the Patent Office on October 10, 1930. j 

On December 8, 1930, the Board of Appeals dissolved 
the “seven-party” interference in the following decision: 

“This is an appeal by the party Chase from thie deci¬ 
sion of the Law Examiner holding the single claiijn, now 
left for consideration in connection with the interference, 
as unpatentable over the Rechnitzer patent No. 
29 809,075. This claim was copied from the Friden ap¬ 

plication by Chase with the request that anj inter¬ 
ference between the two, together with Avery, be set up. 

The Law Examiner, in the same decision, held the same 
claim unpatentable to Friden and Avery also in view of 
Muldivo (Br.) ir225,253. Neither Friden or Avery ap¬ 
pealed from this decision. The interference as to friden 
and Avery is therefore dissolved, leaving Chase alonk, con¬ 
testing, due to this appeal, his right to the claim. 

By this appeal no estoppel can be held against Chase, 
but the question of patentability now becomes an ex i parte 
matter, which should be prosecuted before the Primary 
Examiner with the right of appeal to this tribunal and to 
the Court of Customs and Patent Appeals. i 

This appeal is therefore dismissed.” 

On July 6, 1931, the Interference Examiner, on Friden’s 
motion, dissolved Interference No. 60,503 between Chase 
and Friden under Rule 109. He was affirmed by the Board 
of Appeals on December 11, 1931. j 

Chase then prosecuted the claims involved in Interfer¬ 
ence 60,503 ex parte and the Primary Examiner rejected the 
claims on the ground of estoppel, based on the proceedings 
in Interference 60,503. The Board of Appeals affirmed 
the Examiner. 

Chase appealed from this holding to the Court of 'Cus¬ 
toms and Patent Appeals. On June 12, 1934, that Cburt, 
in In re Chase (71 Fed. (2d) 178; June 12, 1934), reversed 
the Board of Appeals as to estoppel of Chase (In re Chase, 
71 Fed. (2d) 178). 

On August 13, 1934, Interference No. 60,503, Friden v. 




28 


GEORGE C. CHASE, ET AL., VS. CONWAY P. COE. 


Chase, was reinstated and on October 23, 1934, the Inter¬ 
ference Examiner denied Friden’s motion to dissolve 
the interference on the ground of estoppel of Chase and 
granted a motion to substitute Avery for Friden and 
Chase’s motion to add counts readable on Avery. Both 
the Friden and the Avery applications were owned by the 
Marchant Calculating Machine Co. 

The party Friden was dropped. On December 26, 1934, 
the interference was reformed between Chase and Averv 
and renumbered 69,901. Chase was now the junior party. 

He took testimony to show that he had built and 
30 operated machines embodying the claimed invention 
prior to Avery’s filing date. Avery took no testi¬ 
mony, reiving solely on his filing date. 

On February 2.9, 1936, the Examiner of Interferences 
made findings that Chase was not estopped under Rule 109 
and that he was the first inventor. He awarded priority 
to Chase in the following decision: 

“This interference relates to calculating machines of 
a type designed to perform each of the arithmetical func¬ 
tions, addition, subtraction, multiplication and division. 
The counts in issue relate especially to means for auto¬ 
matically performing division problems. Certain counts 
require that the machine automatically register a plural 
quotient while other claims are of sufficient breadth to be 
satisfied by a mechanism which would only give a single 
figure quotient before requiring manipulation by the oper¬ 
ator. The specific structure in issue may be readily deter¬ 
mined from a reading of the eleven counts. 

The present interference was set up as the result of a 
series of circumstances which will be briefly outlined. On 
August 13, 1928, Interference Xo. 57,166 w~as declared 
which involved some seven parties including an application 
of Chase, an application of Friden and the present Avery 
application. During the motion period certain motions to 
dissolve and to amend were filed. In a decision dated Jan¬ 
uary 21, 1930, the Law Examiner granted the motion to 
dissolve and denied a motion to amend which had been 
presented by Chase, the senior party. This decision wras 
appealed by Chase, which appeal was dismissed by the 
Board of Appeals on December 8, 1930. 
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On October 10, 1930, Interference No. 60,503 jwas de¬ 
clared by the Primary Examiner between another lapplica- 
tion of Chase and the same application of Frideiji. This 
interference was dissolved on the motion of Fridep on the 
ground that Chase was estopped by virtue of his failure to 
bring forward his second application during proceedings 
in Interference No. 57,166. This decision was upheld by 
the Board of Appeals but when the claims were rejected on 
the ground of estoppel he appealed, carrying the <luestion 
to the Court of Customs and Patent Appeals. In its deci¬ 
sion, In re Chase, 447 0. G. 997; 1934 C. D. 489; 71 jF. (2d) 
178, the Court reversed the Examiner and the Board, hold¬ 
ing that since the second interference had been setj up by 
the Office prior to the determination of the first interfer¬ 
ence there was no estoppel against Chase. Accordingly, In¬ 
terference No. 60,503 was reformed. The present inter¬ 
ference resulted from a motion brought in Interference 
No. 60,503 by the Marchant Calculating Machine Company, 
the assignee of the Friden and Avery applications, i 
When Interference No. 60,503 was reformed the! party 
Friden moved to dissolve on the ground that Cha&e was 
estopped. This motion was denied by the Examiner! of In¬ 
terferences who held that the decision of the CouH was 
binding upon the tribunals of the Patent Office even though 
rendered in an ex parte action. The party Avery has re¬ 
argued this question of estoppel at final hearing ip this 
interference. It was pointed out that Interference 
31 No. 60,503 was declared some nine months after ap¬ 
peal had been taken in Interference No. 57,166 [which 
appeal was subsequently dismissed by the Board of Ap¬ 
peals. It was suggested that this fact was not called to 
the attention of the Court and was urged that this Consti¬ 
tutes sufficient basis for ignoring the decision of In re 
Chase, supra. This is not believed to be the case. While 
there is nothing in the above decision which definitely in¬ 
dicates that the Court took into consideration the nature 
of the Board’s action in dealing with the appeal in Inter¬ 
ference No. 57,166, their decision was of record in the file 
of Interference No. 57,166, which file appears to have jbeen 
considered by the Court. The showing which has |been 
made by the party Avery is not considered sufficient to 
justify the Examiner of Interferences in reaching a , con- 
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elusion contrary to that expressed in the decision of In 
re Chase, supra. 

Only the party Chase took testimony, the party Avery 
choosing to rely upon his filing date for constructive re¬ 
duction to practice. The proofs presented on behalf of 
Chase show the construction of two calculating machines 
in the Experimental Department of the Monroe Calculating 
Company. The first of these machines introduced as Ex¬ 
hibit 1, appears to have been completed and successfully 
operated during the spring of 11)24. This machine per¬ 
forms division operations automatically producing single 
figure quotients. It constitutes a reduction to practice 
of counts 2, 3, 5, 6, 7 and 8. The second machine, intro¬ 
duced as Exhibit 6, appears to have been constructed and 
successfully operated during the year 1925. This machine 
was so constructed as to automatically perform division 
problems carrying the quotient out to the full capacity of 
the machine unless stopped by a manual retraction of the 
division lever. When the carriage reaches the limit of its 
travel it trips a latch which automatically retracts the di¬ 
vision lever and stops the machine after performing the 
usual division operations at this position. This 1925 ma¬ 
chine constitutes a reduction to practice of the subject 
matter of counts 1, 4, 9, 10 and 11. 

The party Avery has not questioned the sufficiency of 
the proofs to show the construction of these two machines 
at the plant of the Monroe Calculating Company prior to 
the Avery filing date. It is his contention, however, that 
the proofs which have been submitted show that the ma¬ 
chines constituting Exhibits 1 and 6 were the result of the 
joint inventorship of Chase with other employees of the 
Monroe Company and for this reason Chase has not sus¬ 
tained his burden of proof. 

It is admitted by the party Avery that it is well estab¬ 
lished law that the question of third party inventorship 
may not be raised against one party by his opponent in an 
interference proceeding. The doctrine of Foster v. Antis- 
del, 88 0. G. 1527; 1899 C. D. 413, has been followed 
throughout a long line of decisions. However, an attempt 
has been made to distinguish from this doctrine in the pres¬ 
ent instance by virtue of such decisions as Lemp v. Ran¬ 
dall and Bates, 146 0. G. 255; 1909 C. D. 455, and Mills and 
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Conn v. Darlington, 178 0. G. 321; 1912 C. D. 460. j It was 
the substance of these decisions that were a joint ajppliea- 
tion becomes involved in an interference proceeding 
32 such proofs as are taken by the joint applicants must 
show joint inventorship. Arguing by analogy, the 
party Avery contends that since Chase has filed a sple ap¬ 
plication his proofs must show sole and independent con¬ 
ception of the subject matter in issue. Such reasoning 
falls squarely in conflict with the established doctrine of 
Foster v. Antisdel, supra. As pointed out in Dutclher v. 
Jackson, 283 0. G. 552; 1921 C. D. 26, Randall and! Bates 
were both parties to the record in which the question of 
their joint inventorship arose. In the present instance 
only Chase is a party to the proceedings and to claim that 
he was but a joint inventor is to claim invention of the sub¬ 
ject matter in issue in a third party, who is a stranger to 
the record, quite as effectively as if it were claimed that 
this third party were the sole inventor. 

Furthermore, the question of possible joint inventorship 
has been specifically mentioned in the decisions. In Foster 
v. Antisdel, supra, the third party gave testimony which 
tended to show that he was the inventor of the subject mat¬ 
ter in issue. The Court held that there would be no! basis 
for an award to Foster even if it be regarded as piroved 
‘that the invention, or a material part of it, was made by 
a third person not a party to the interference proceeding’ 
(italics added). 

The facts of the present case are closely analogous to 
the recent case of Borglin v. Palmer, 447 0. G. 759;' 1934 
C. D. 467; 70 F. (2d) 899. As in that case, the testimony 
here presented showed that the actual work of perfecting 
the invention and reducing it to practice was performed 
by a skilled worker who received only general instructions 
and supervision from his superior in whose name th^ ap¬ 
plication was filed. Quoting from page 469 of the above 
decision: j 

‘Although there is some showing in Burda’s cross-ex- 
amination that a part, at least, of the conception may have 
originated in his mind, it is apparent that he was of the 
opinion at the time he testified, that the experiments were 
conducted in conformity to Palmer’s directions, and jthat 
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Burda himself was not claiming to be the one responsible 
for their conduct or methods.’ (italics added) 

In the present instance the record shows that the actual 
design of Exhibits 1 and 6 was the work of the witnesses 
Brown and Endcrs, respectively, and it is not unreasonable 
to presume from their testimony that a part, at least, of 
the conception thereof originated with them. However, 
both witnesses testified to numerous conferences with 
Chase in which the design was discussed and suggestions 
were made, and neither witness laid claim to having been 
solely responsible for his work. Obviously Chase was 
closely in touch with the design of the machines and was 
fully informed as to all developments as the work pro¬ 
gressed. By the well established rule of Braunstein v. 
Holmes, 30 App. D. C. 32S, and similar cases, the work of 
Brown and Enders under these circumstances inured to 
the benefit of Chase. 

Since the proofs presented on behalf of the party Chase 
clearly show him to have been in full possession of the 
invention in issue prior to the record dates on which the 
party Avery relies, priority of invention of the subject 
matter in issue is hereby awarded to George C. 
33 Chase, the junior party.” 

On appeal by Avery, the Board of Appeals affirmed 
the Interference Examiner in a decision dated May 12, 
1937 which follows: 

“This is an appeal by the party Avery from a decision 
of the Examiner of Interferences awarding priority to the 
opposing party George C. Chase, as to all counts. 

Chase took testimony. Avery chose to rely upon his 
filing date for constructive reduction to practice. The ex¬ 
aminer analyzed the testimonial record presented by Chase 
and found that the proofs clearly established that he was 
in full possession of the invention in issue prior to the 
record dates upon which Avery relies. Although the no¬ 
tice of appeal includes certain items in relation to the 
holding by the Examiner of Interferences that the party 
Chase had sustained the burden of proof upon him in his 
testimonial record, we understand that the merits of this 
phase of the examiner’s decision is not brought forward for 
contest here. It appears admitted at the top of page 12 
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of Avery’s printed brief before us that this feature is no 
longer urged. 

Avery now relies upon a contention that Chase Should 
be held estopped from receiving claims corresponding to 
the counts. The historv involved in this case is fullv set 

« * i * 

forth in the decision of the Examiner of Interferences and 
fully discussed in each of the briefs presented on appeal. 
We believe no useful purpose would be served by repeating 
the same at this time. We have, however, fully considered 
the same. ! 

It is our opinion that the situation presented is broadly 
one in which the same questions as to fact and law raised 
here in the inter partes record, are equivalent to jthose 
involved in the ex parte appeal in In re Chase, C. C. IP. A. 
21-1183; 1934 C. D. 489; 71 Fed. (2d) 178, decided by the 
United States Court of Customs and Patent Appeals,! June 
12, 1934. j 

It is our view that the conclusion of the Examinjer of 
Interferences that In re Chase is controlling upon the $itua- 
tion presented here, is correct. 

The decision of the Examiner of Interferences awarding 
priority to the party George C. Chase, is accordingly af¬ 
firmed. ’ ’ 

i 

From this decision, Avery appealed to the Court of'Cus¬ 
toms and Patent Appeals on June 28, 1937. 

On January 23, 1939, that Court rendered its decision 
in Avery v. Chase, 101 Fed. (2d) 205. It reversed the 
Board of Appeals and expressly reversed its decisidn in 
In re Chase, 71 Fed. (2d) 178. It held that Chase !was 
estopped under Rule 109 to make the claims in Interfer¬ 
ence No. 69,901. i 

34 Thereafter, Chase prosecuted ex parte his applica¬ 
tion Serial No. 213,617, demanding allowance ofj the 
claims involved here. The claims were finally rejected 
by the Primary Examiner in a letter dated September 8, 
1939 and reading as follows: 

“In response to amendment of September 6, 1939. , 

The Examiner considers himself wholly bound by the 
decision of the CCPA (Avery v. Chase) which was j re¬ 
ferred to in the Office Letter of March 11, 1939, and; he 
must therefore continue the rejection of the claims men¬ 
tioned in the last paragraph of that letter. 
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Inasmuch as this is the second rejection on the same 
ground this rejection is made final.” 

On appeal from this rejection, the Board of Appeals on 
October 23, 1939 affirmed the Primary Examiner’s final re¬ 
jection of the claims in a decision which reads as follows: 

“This is an appeal from the final rejection of claims 2, 
6, 7, 9, 14, to 16, 18, 19, 22 and 23 on the ground of estoppel. 

The above claims are the identical claims of Chase that 
constituted the eleven counts in the issue of interference 
No. 69,901, Chase v. Avery, and they are here presented 
in the same application of Chase involved in that interfer¬ 
ence. 

The matter of estoppel in the inter partes situation was 
the subject matter on appeal to the U. S. Court of Cus¬ 
toms and Patent Appeals of the said interference. That 
case was decided January 23, 1939, decision published as 
Avery vs. Chase, 502 0. G. 875; 100 Fed. (2d) 205. The 
examiner regards the said decision as controlling on the 
present ex parte appeal. 

We have considered appellant’s brief in connection with 
the record without finding reason for reversing the exam¬ 
iner’s decision. 

The decision of the examiner is affirmed. 

BOARD OF APPEALS 
EUGENE LANDERS 
Examiner-in-Chief 
W. L. REDROW 
Examiner-in-C hief 
J. W. CLIFT 
Examiner-in-Chief 

October 23, 1939” 

This action was commenced on November 8, 1939. 

GEORGE F. SCULL 

35 Subscribed and sworn to before me this 25th day 
of .Januarv, 1940. 

AGNES E. CUNNEEN 
(Seal) Notary Public, 

Bronx County, N. Y. 

Commission expires March 30, 1940 
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Memorandum 
Filed March 8 1940 


Upon the record there is no genuine issue as to ahy ma¬ 
terial fact. It is agreed or stands without dispute; that 
plaintiffs’ application in suit was previously in anj inter¬ 
ference proceeding No. (59,901, in the Patent Officcj, with 
an application of Harold T. Avery, that said interference 
was declared on December 26, 1934, that claims numbered 
2, 6, 7, 9, 14, 15, 16, 18, 19, 22, and 23, which are as ^et out 
in paragraph 7 of the complaint, constituted the issue of 
said interference, that after due proceedings in the inter¬ 
ference the examiner of interferences, in a decision ren¬ 
dered on February 29, 1936, awarded priority to plain¬ 
tiff, that the award was affirmed by the Board of Appeals 
of the Patent Office in a decision rendered on May 12,j 1937, 
that thereafter the party Avery duly appealed tb the 
United States Court of Customs and Patent Appeals^ that 
said court, in a decision rendered on January 23, S1939, 
reversed the decision of the Board of Appeals, that there¬ 
after plaintiff petitioned the Supreme Court of the United 
States for a writ of certiorari, that the petition was denied 
on May 29, 1939, (307 U. S. 638), that further particulars 
of the proceedings in said interference are as set forth 
in said decision of the United States Court of Customs and 
Patent Appeals (101 F. (2d) 205, 26 C. C. P. A. 823);that 
when the party Avery appealed to the United States (jourt 
of Customs and Patent Appeals plaintiffs had a right, 
under Section 4911 R. S. (U. S. C., title 35, sec. 59al) to 
elect to have all further proceedings conducted as provided 
in Section 4915 R. S. (U. S. C., title 35, sec. 63), that plain¬ 
tiffs failed to avail themselves of this right and iper- 
.37 mitted the Court of Customs and Patent Appeals to 
take jurisdiction of the case. j 

The action arises under the patent law’s of the United 
States, U. S. C., title 35, sec. 63 (R. S. 4915). Plaintiffs 
ask the judgment of this court directing the Commissioner 
of Patents to grant and issue a patent to plaintiff, Monroe 
Calculating Machine Company as assignee of the plain¬ 
tiff Chase. The defendant has filed his answer to the com- 
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plaint. Plaintiffs and defendant alike agree there is but 
one issue and that it should be summarily determined. The 
issue is a narrow one and presents the question whether 
this court has jurisdiction to entertain the complaint herein 
under Sec. 4915 R. S. (U. S. C., title 35, sec. 63.) Other¬ 
wise stated the question presented is whether the plain¬ 
tiffs in the circumstances above related are now entitled 
to the relief afforded by Sec. 4915 R. S. (U. S. C., title 35, 
sec. 63.) It is clear that the relief here sought was avail¬ 
able to plaintiffs when the party Avery took his appeal 
from the decision of the Board of Appeals of the United 
States Patent Office to the United States Court of Customs 
and Patent Appeals. Plaintiffs contend that the remedy 
is still available to them whereas it is asserted by the de¬ 
fendant that plaintiffs elected to submit to the jurisdic¬ 
tion of the United States Court of Customs and Patent 
Appeals and thereby waived the right to have all further 
proceedings conducted as provided in Sec. 4915 R. S. 
(U. S. C., title 35, sec. 63). When the party Avery took 
his appeal from the decision of the Board of Appeals of 
the United States Patent Office to the United States Court 
of Customs and Patent Appeals plaintiffs had an alterna¬ 
tive remedy. The undisputed facts indicate that plain¬ 
tiffs elected to have their rights adjudicated by the 
38 United States Court of Customs and Patent Appeals 
and by submitting to the jurisdiction of that court 
they waived the alternative remedy provided by Sec. 4915 
R. S. (U. S. C. title 35, sec. 63.) which they now seek to 
pursue. The United States Court of Customs and Patent 
Appeals ruled adversely to plaintiffs therein, in its final 
decision. 

The remedy provided by Sec. 4915 R. S. (U. S. C. title 
35, sec. 63.) is purely statutory and may be invoked only 
in the manner provided by statute and this court has juris¬ 
diction only when the remedy provided is pursued in the 
manner in which Congress has required. If the jurisdic¬ 
tion is not so invoked the court lacks jurisdiction of the 
subject matter. 

It is important to notice the provisions of Sec. 4911 R. S. 
(U. S. C., title 35, sec. 59a.); 

If any applicant is dissatisfied with the decision of the 
Board of Appeals, he may appeal to the United States 
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Court of Customs and Patent Appeals, in which cfase he 
waives his right to proceed under section 4915 of the Re¬ 
vised Statutes. (U. S. C., title 35, sec 63.) If any party 
to an interference is dissatisfied with the decision of the 
Board of Appeals, he may appeal to the United j States 
Court of Customs and Patent Appeals, provided that such 
appeal shall be dismissed if any adverse party to stich in¬ 
terference shall within twenty days after the appellant 
shall have filed notice of appeal according to section 4912 
of the Revised Statutes (U. S. C., title 35, sec. 60), file 
notice with the Commissioner of Patents that he! elects 
to have all further proceedings conducted as provided in 
section 4915 of the Revised Statutes. ****** j 
Plaintiffs are held to have waived the right to pursue 
the remedy provided by section 4915 R. S. (U. S. C|, title 
35, see. 63). Such remedy was an alternative remedy and 
was not an additional remedy to plaintiffs’ right to have a 
review in the Court of Customs and Patent Appeals.! The 
jurisdiction of this court was not invoked by plaintiffs 
when such alternative remedy was available to them. They 
may not now be heard to complain when the Court of; Cus¬ 
toms and Patent Appeals has decided the issue ad- 
39 verselv to them. Bakelite Corporation v. Naiional 
Aniline Chemical Company, 83 F. (2d) 176; J<jmsen 
v. Lorenz, 92 F. (2d) 992, 6S App. D. C. 39, United States 
ex rel White vs. Coe, 95 F. (2d) 347, 68 App. I). C.j 218, 
Wettlaufer v. Robins, 92 F. (2d) 573. j 

The final decision of the United States Court of ICus- 
toms and Patent Appeals in Avery v. Chase, 101 F. i(2d) 
205, involving the identical claims set forth in the bom- 
plaint herein and denying the plaintiffs’ right to Such 
claims is conclusive here and res adjudicata as to every 
issue there decided. In re Marconi, 1912 C. D. 483, 38 .jVpp. 
D. C. 286; in re Dement, 263 F. 813, 49 App. D. C. £61; 
the New Departure Mfg. Co. v. Robinson, 1913 C. D. |332, 
39 App. D. C. 504; in re Wasserfalien, 298 F. 826, 54 App- 
D. C. 367; in re Cutler, 1919 C. D. 191, 48 App. D. C. |-44; 
International Cellucotton Products Co. v. Coe, 85 F. (|2d) 
869, 66 App. D. C. 248; Mabardy v. Railway Express 
Agency, 26 Fed. Sup]). 25. 

In an action under Section 4915 R. S. (U. S. C., title; 25, 
sec. 63.) where the Commissioner of Patents is named as 
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defendant and where the question of res ad judicata is 

raised the Commissioner of Patents stands in the place of 

the successful applicant in the prior interference. In re 

Marconi, supra; in re Dement, supra. 

It follows that plaintiffs having elected to submit to the 

jurisdiction of the Court of Customs and Patent Appeals 

and having waived their right to pursue the alternative 

remedy provided by 4915 R. S. (IT. S. (\, title 35, sec. 63.) 

mav not now when thev have lost in the Court of Cus- 
• • 

toms and Patent Appeals invoke the jurisdiction of this 
court. 

40 Accordingly the defendant’s motion for a sum¬ 

mary judgment will be sustained, and that of the 
plaintiffs overruled. 

F. DICKINSON LETTS, 

Justice 

March 8, 1940 


Findings of Fact. 

Filed April 1 1940 

* * # 

1. This is an action purportedly brought under the pro¬ 
visions of Section 4915 R. S. (U. S. C., title 35, sec. 63) 
in which it is sought to have the Court authorize the Com¬ 
missioner of Patents to issue a patent containing claims 
2, 6, 7, 9, 14, 15, 16, 18, 19, 22 and 23 of the application for 
patent No. 213,637, filed by plaintiff George C. Chase. 

2. Plaintiffs’ application was previously involved in an 
interference proceeding No. 69,901, in the Patent Office, 
with an application of Harold T. Avery. Said interference 
was declared on December 26, 1934. Claims numbered 2, 
6, 7, 9, 14. 15, 16, 18, 19, 22 and 23, which are as set out in 
paragraph 7 of the complaint, constituted the issue of said 
interference. After due proceedings in the interference the 
examiner of interferences, in a decision rendered on Feb¬ 
ruary 29, 1936. awarded priority to plaintiffs. The award 
was affirmed by the Board of Appeals of the Patent Office 
in a decision rendered on May 12, 1937. Thereafter the 
party Avery duly appealed to the United States Court of 


j 

i 

GEORGE C. CHASE, ET AL., VS. CONWAY P. COE. j 39 

Customs and Patent Appeals and that coui|t, in a 

41 decision rendered on January 23, 1939, reversed the 
decision of the Board of Appeals on the ground that 

plaintiffs were estopped under Rule 109 of the Rtiles of 
Practice of the Patent Office to make the claims in issue. 
Thereafter plaintiffs petitioned the Supreme Court j of the 
United States for a writ of certiorari, and that petition 
was denied on Mav 29, 1939. 

► 7 | 

3. When the party Avery appealed to the United 'States 
Court of Customs and Patent Appeals plaintiffs had a 
right, under Section 4911 R. S. (U. S. C., title 35, se<L 59a) 
to elect to have all further proceedings conducted a!s pro¬ 
vided in Section 4915 R. S. (U. S. C., title 35, se<fe. 63). 
Plaintiffs failed to avail themselves of this right anid per¬ 
mitted the United States Court of Customs and Patent Ap¬ 
peals to take jurisdiction of the case. 

4. Thereafter, plaintiff Chase prosecuted ex parte his 
application, demanding allowance of the claims involved 
here, which are the same as the claims involved in the in¬ 
terference. The claims were finally rejected by the pri¬ 
mary examiner in a letter dated September 8, 193$, and 
reading as follows: 

“In response to amendment of September 6, 1939.1 

The Examiner considers himself wholly bound by the 
decision of the CCPA (Avery v. Chase) which wais re¬ 
ferred to in the Office Letter of March 11,1939, and he;must 
therefore continue the rejection of the claims mentioned in 
the last paragraph of that letter. 

Inasmuch as this is the second rejection on the same 
ground this rejection is made final. ’ ’ 

On appeal from this rejection, the Board of Appeals on 
October 23, 1939 affirmed the Primary Examiner’s jfinal 
rejection of the claims in a decision which reads as follpws: 

“This is an appeal from the final rejection of claims 2, 
6, 7, 9, 14 ro 16, 18, 19, 22 and 23 on the ground of 

42 estoppel. j 

The above claims are the identical claims of Chase 
that constituted the eleven counts in the issue of Interfer¬ 
ence No. 69,901, Chase v. Avery, and they are here piesepted 
in the same application of Chase involved in that inter¬ 
ference. 
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The matter of estoppel in the inter partes situation was 
the subject matter on appeal to the U. S. Court of Customs 
and Patent Appeals of the said interference. That case 
was decided January 23, 1939, decision published as Avery 
v. Chase, 502 0. G. 875; 100 Fed. (2d) 205. The exam¬ 
iner regards the said decision as controlling on the pres¬ 
ent ex parte appeal. 

We have considered appellant’s brief in connection with 
the record without finding reason for reversing the exam¬ 
iner’s decision. 

The decision of the examiner is affirmed.” 

Conclusions of Laiv. 

Filed April 1 1940 

1. The remedy provided by Sec*. 4915 R. S. (U. S. C. title 
35, sec. 63.) is purely statutory and may be invoked only 
in the manner provided by statute and this court has juris¬ 
diction only when the remedy provided is pursued in the 
manner in which Congress has required. If the jurisdic¬ 
tion is not so invoked the court lacks jurisdiction of the 
subject matter. 

2. Plaintiffs, by their failure to exercise duly the right 
given them by Section 4911 R. S. (U. S. C., title 35, sec. 
59a) to elect to have all further proceedings conducted 
as provided in Section 4915 R. S. (U. S. C., title 35, sec. 
63), waived their rights to the remedy provided in the latter 
section. Such remedy was an alternative remedy and was 
not an additional remedy to plaintiff’s right to have a re¬ 
view in the United States Court of Customs and Patent 
Appeals. Since the jurisdiction of this court was not in¬ 
voked by plaintiffs when such alternative remedy was avail¬ 
able to them, they may not now be heard to complain when 
the United States Court of Customs and Patent Appeals has 

decided the issue adversely to them. 

43 3. The final decision of the United States Court 

of Customs and Patent Appeals in Avery v. Chase, 
101 F. (2d) 205, involving the identical claims set forth in 
the complaint herein and denying the plaintiffs’ right to 
such claims is conclusive here and res adjudicata as to 
every issue there decided. 
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4. In an action under Section 4915 R. S. (U. S. cl, title 

35, sec. 63), where the Commissioner of Patents is named 
as defendant and where the question of res adjudicata is 
raised on the basis of a final decision adverse to plaintiff 
in a prior interference, the Commissioner of Patents stands 
in the place of the successful applicant in the prior Inter¬ 
ference. ! 

5. This action is in effect an attempted appeal from a 

decision of the United States Court of Customs and} Pat¬ 
ent Appeals. j 

6. The District Court of the United States for the Dis¬ 
trict of Columbia does not have jurisdiction under Section 
4915 R. S. (U. S. C., title 35, sec. 63) to hear an appeal 
from a decision of the United States Court of Customs and 
Patent Appeals. 

7. The District Court of the United States for thej Dis¬ 
trict of Columbia does not have jurisdiction of the [Sub¬ 
ject matter of this action. 

8. The motion of plaintiffs for summary judgment should 
be overruled. 

9. The motion of defendant for summary judgment 
should be sustained. 

10. The Complaint should be dismissed, with costs, j 

F. DICKINSON LETTS j 

Justice. j 

April 1st, 1940. j 


44 Order and Judgment. \ 

Filed April 1 1940 j 

* * • 

This Action came on to be heard at this term, upon Plain¬ 
tiffs’ Motion for Summary Judgment, and upon Defend¬ 
ant’s Motion for Summary Judgment, and thereupon upon 
consideration thereof it is this 1st day of April, 1940, 
ORDERED that Plaintiff’s Motion for Summary Judg¬ 
ment be and it is hereby overruled, and that Defendant’s 
Motion for Summary Judgment be and it is hereby sus¬ 
tained, and it is 
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Adjudged that the Complaint be and it is hereby dis¬ 
missed with costs against the plaintiffs. 

F. DICKINSON LETTS 
Justice. 


Notice of Appeal 

Filed April 11 1940 

* • • 

Notice is hereby given this 11th. day of April, 1940, that 
George C. Chase and Monroe Calculating Machine Com¬ 
pany, hereby appeals to the United States Court of Appeals 
for the District of Columbia from the judgment of this 
Court entered on the 1st. day of April, 1940, in favor of 
Conway P. Coe, Commissioner of Patents against said 
George C. Chase and Monroe Calculating Machine Com- 
panv. 

GEORGE M. ANDERSON. 

Attorney for George C. Chase 
and Monroe Calculating Ma¬ 
chine Company. 


45 Memoranda 

April 18 - 1940. 

Cost Bond on Appeal $250.00—filed. 


May 21 - 1940. 

Time for filing transcript of record extended to and in¬ 
cluding May 31, 1940. 
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46 Points to be Relied Upon on Appeal 

Filed May 22 1940 

* * • 

I 

S 

Plaintiffs, George C. Chase and Monroe Calculating 
Company, specify the following points upon which they 
will rely on appeal herein; , 

That the United States District Court for the District 
of Columbia erred 

t 

1. In granting defendant’s motion for summary ‘judg¬ 
ment. 

2. In holding that the decision of the United States Court 

of Customs and Patent Appeals in Avery v. Chase 101 F. 
(2d) 205 was a final decision and res ad judicata as to kvery 
issue decided therein. j 

3. In holding that the decision of the United States (pourt 
of Customs and Patent Appeals in Avery v. Chase 101 F. 
(2d) 205 is conclusive herein and res adjudicata as to the 

issues presented by the complaint herein. j 

47 4. In holding that the District Court of the United 
States for the District of Columbia does not have 

jurisdiction of the subject matter of this action. j 

5. In holding that plaintiffs’ failure to elect in Aveijy v. 
Chase under the provisions of Section 4911 R. S. (U. S. C. 
Title 35, Section 59a) to have all further proceedings con¬ 
ducted as provided in Section 4915 R. S. (U. S. C. Title 35, 
Section 63) waived their right to the remedy provided by 
the latter section in this action. 

6. In holding that this action is an attempted appeal from 
a decision of the United States Court of Customs and Pat¬ 
ent Appeals. 

Plaintiffs will also rely on such other points as may 1 be 
necessary to their appeal herein. i 

GEORGE M. ANDERSON, j 
Attorney for Plaintiffs 
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48 Stipulation as to Contents of Record 

Filed April 111940 

♦ • # 

It is Hereby Stipulated And Agreed by and between the 
attorneys for the respective parties that the printed Tran¬ 
script of Record in this case shall include the folowing: 

1. Complaint 

2. Answer 

3. Defendant’s Motion for Summary Judgment and affi¬ 
davit of William Wallace Cochran (omitting the opinion 
in Avery v. Chase, 101 F. (2d) 205 C. C. P. A., three copies 
of which will be furnished for the use of the Court by 
Plaintiffs) 

4. Affidavit of George F. Scull in Opposition to Defend¬ 
ant’s Motion. 

5. Memorandum of Judge Letts 

6. Findings of Fact and Conclusions of Law 

7. Order and Judgment 

8. Notice of Appeal 

9. This stipulation 

10. Clerk’s Certificate 

GEORGE M. ANDERSON— 
Attorney for Plaintiffs 

W. W. COCHRAN 
Attorney for Defendant 
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49 District Court of the United States 

for the District of Columbia 

i 

i 

United States of America, 

District of Columbia, ss: \ 

I Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 48, both inclusive 
to be a true and correct transcript of the record, according 
to stipulation of counsel herein filed, copy of which is made 
part of this transcript, and in compliance with Rule 75 (g) 
of Rules of Civil Procedure for the District Courts qf the 
United States, in cause No. 4712, Civil Action, whjerein 
George C. Chase, et al., are Plaintiffs and Conway P.j Coe, 
Commissioner of Patents, is Defendant, as the samfe re¬ 
mains upon the files and of record in said Court. 

In Testimony Whereof, I hereunto subscribe my name 
and affix the seal of said Court, at the City of Washington, 
in said District, this 23rd day of May, 1940. 

C. E. STEWART, j 

(Seal) Clerk. j 
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In the 


United States Court of Appeals 

FOR THE DISTRICT OF COLUMBIA.! 

George C. Chase and Monroe 
Calculating Machine Company, 

Plaintiff s-Appellants, 

vs. 

Conway P. Coe, Commissioner of 
Patents, 

Defendant-Appellee. 


BRIEF FOR APPELLANTS. 

j 

This is an appeal from a judgment (R., 41) of the Dis¬ 
trict Court of the United States for the District of Columbia 
(Letts, J.) dismissing the complaint on defendantts motion 
(R., 9) for summary judgment. 

The complaint (R., 1) states a cause of action finder the 
provisions of R. S. 4915, U. S. C., title 35, sec. 63, set out 
in the appendix hereto. This statute provides thht, when¬ 
ever an application for patent is refused by the Commis¬ 
sioner of Patents, the applicant may have remedy by bill 
in equity, if filed within six months after such refusal, for 
an adjudication that he is entitled to receive a patent on 
such application. “This means a proceeding in a! court of 
the United States having original equity jurisdiction under 
the patent laws, according to the ordinary course bf equity 
practice and procedure’’. (Butterworth v. Hoe, Il2 U. S. 


! 

i 


April Te&m 
1940 | 
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50, 61). The District Court for the District of Columbia is 
such a court. 

Plaintiff Chase, a citizen of the United States and a 
resident of New Jersey, is applicant for a patent containing 
certain claims set forth in the complaint (R., 3). Such 
application for patent was refused by the Commissioner 
on October 23, 1939, as is charged in the complaint (R., 6, 
para. 8 and 9) and admitted in the answer (R., 8, para. 
8 and 9). This action was commenced on November 8, 
1939 (R., 1). 

Plaintiff, Monroe Calculating Machine Company, a 
Delaware corporation, is the assignee of the Chase applica¬ 
tion and the grantee of any patent to be issued thereon (R., 
2, para. 6; R., 8, para. 6). 

Defendant Coe is the Commissioner of Patents having 
his official residence in the District of Columbia (R., 2, 
para. 3; R., 7, para. 3). 

Statement of the Case. 

There is no dispute as to any material fact. The facts 
are set forth at R., 25 at seq. 

On December 26,1934, the Commissioner declared Inter¬ 
ference Xo. 69,901,* Chase v. Avery , the issue being the 
same as the claims of the Chase application involved in 
this action, as set forth in the complaint herein (R., 3). 

Chase, being the junior party, was obliged to take proofs 
as to his date of invention. These proofs showed that 
Chase had built and operated machines embodying the 
claimed invention prior to Avery’s filing date. Since Avery 

* The history of the events which led up to the decision of the 
Court of Customs and Patent Appeals in In re Chase, 71 F. (2d) 
178, June 12, 1934, and which brought about the setting-up of 
Interference 69,901, is set forth at R., 25-28. The history before the 
beginning of Interference 69,901 is not immediately involved in the 
question now before this Court on this appeal but may prove to be 
of interest to the Court for an understanding of the background of 
the present action. 


4 . 
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took no testimony, this established Chase as the first 
inventor. 

On February 29, 1936, the Examiner of Interferences, 
in a long opinion (R., 28-32), awarded priority j to Chase, 
after discussing all of the points raised by Avery at final 
hearing. In particular, he held (R., 29) that there was no 
estoppel running against Chase (R., 29) and that Chase 
had established actual reduction to practice of the: invention 
prior to Avery’s filing date on which Avery relied (R., 
30, 32). This decision was affirmed by the Board of Ap¬ 
peals on May 12, 1937 (R., 32, 33). 

In short, the Patent Office’s decision was that Chase 
was the first and original inventor of the issue (the claims 
involved in the present action) and that he was;not to be 
deprived of his patent because of any technical estoppel 
to make the claims of the issue. 

From this decision of the Patent Office in favoij of Chase 
on the question of priority (the only question involved in 
an interference*), Avery appealed to the Court of Customs 
and Patent Appeals. As the District Court find^ (R., 39), 
under R. S. 4911 U. S. C., title 35, sec. 59a (set 6ut in the 
appendix hereto), Chase could have elected, at that time, 
to have “all further proceedings” conducted as j provided 
in R. S. 4915, by compelling Avery to proceed by bill in 
equity in a District Court under R. S. 4915. 

But Chase made no such election and Averyj’s appeal 
to the Court of Customs and Patent Appeals went on to a 
decision in that Court {Avery v. Chase, 101 F. (2d^ 205; R., 
13). Such decision reversed the Patent Office’s award of 
priority to Chase and awarded priority to Avery op the sole 
ground that Chase was estopped to make the claims in issue. 
The Court expressly reversed its own previous; decision 
{In re Chase, 71 F. (2d) 178) on the same question;as to the 
estoppel of Chase. Such estoppel was not basest on the 
doctrine of res ad judicata but on a mere alleged failure to 

* American Cable v. John A. Rocbling’s Sons, 65 F.! (2d) 801, 
802; 62 App. D. C. 168; Phelan v. Green, 71 F. (2d) 298, <p. C. P. A. 
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comply with Patent Office Kule 109 within the time specified 
in that Rule. 

The Chase application, involved in the Avery v. Chase 
interference as well as here, next came before the Patent 
Office for determination by the Commissioner as to whether 
a patent should be granted to Chase on the claims constitut¬ 
ing the interference issue. The Primary Examiner and, 
on appeal, the Board of Appeals (R., 33, 34) finally rejected 
such claims, stating that the Patent Office tribunals were 
bound by the decision of the Court of Customs and Patent 
Appeals in Avery v. Chase. 

The answer herein (R., 8, para. 9) admits that such deci¬ 
sion of the Board of Appeals constituted a refusal by the 
Commissioner to grant plaintiffs a patent on the Chase 
application containing the claims constituting the issue in 
the Chase v. Avery interference. 

Thereupon, the present action under R. S. 491.'3 was 
commenced by plaintiffs within six months of such refusal. 
R. S. 4915 provides that an applicant may have remedy in 
the District Court by lull in equity 

“Whenever a patent on application is refused by 
the Commissioner of Patents, the applicant, unless 
appeal has been taken from the decision of the Board 
of Appeals to the United States Court of Customs 
and Patent Appeals, and such appeal is pending or 
has been decided, in which case no action may be 
brought under this section.” 

There is no finding that any appeal was taken by plain¬ 
tiffs to the Court of Customs and Patent Appeals from the 
decision of the Board which defendant, the Commissioner 
of Patents, concedes constituted a refusal by him to grant 
a patent, and no such appeal has been taken. 

There is no finding, nor could there be one, that there 
had been any previous refusal of the Commissioner to grant 
a patent to Chase on the claims involved here. The Patent 
Office decision in the Chase-Avery interference on priority 




was not such a refusal, since, in any event, it was favorable 
to Chase. 

On this state of facts, as to which there is up dispute, 
the District Court has held, in effect, that it has np jurisdic¬ 
tion to entertain the complaint herein and that j plaintiffs 
have no right to maintain the present action because of 
what, we submit, is a misinterpretation of the clause “all 
further proceedings” in R. S. 4911 which governs appeals 
in Patent Office interferences. The part of tlujt Section 
which is of interest here reads as follows: 

i 

“If any party to an interference is dissatisfied with 
the decision of the Board of Appeals, he may appeal 
to the United States Court of Customs and Patent 
Appeals, provided that such appeal shall be dismissed 
if any adverse party to such interference shall with¬ 
in twenty days after the appellant shall have filed 
notice of appeal according to section 49jl2 of the 
Revised Statutes (U. S. C., title 35, sec. 00), file notice 
with the Commissioner of Patents that hq elects to 
have all further proceedings conducted as! provided 
in section 4915 of the Revised Statutes”. 

It is true that Chase, under R. S. 4911, could jhave had 
Avery’s appeal in the interference dismissed and could have 
compelled Avery to resort to a suit in equity in the District 
Court under R. S. 4915 if Avery was not satisfied with the 
Patent Office decision in that interference, and that Chase 
did not do so. 

But the District Court (R., 40, Conclusion of| Law 2), 
though not saying so in so many words, goes on to [associate 
Avery’s appeal in the interference proceeding jwith the 
“appeal” referred to in R. S. 4915 (quoted ante |p. 4) and 
holds, in effect, that an appeal to the Court of Customs and 
Patent Appeals in an interference is the same thing as an 
appeal to that same Court from a refusal by the |Commis¬ 
sioner to grant a patent. In other words, the District Court 
holds that, having permitted the appeal in the interference 
to go to the Court of Customs and Patent Appeals, “all 
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further proceedings” in the Chase application, including 
the ultimate refusal of a patent to Chase, must necessarily 
thereafter be taken to that same Court for final review. 
That, plaintiffs submit, is error, since “all other proceed¬ 
ings” of R. S. 4911 means all other proceedings in the inter¬ 
ference, whereas the “appeal” referred to in R. S. 4915 as 
barring an action under R. S. 4915 means an appeal from 
the Commissioner’s refusal to grant a patent. 

The District Court (R., 40, Conclusion of Law 3) also 
held that the decision of the Court of Customs and Patent 
Appeals in the interference denied “the plaintiffs’ right to 
such claims”, and that such decision is conclusive and res 
ad judicata in the District Court. This, plaintiffs submit, is 
also error. 

The decision in the interference did not deny plaintiffs’ 
right to the claims, but merely was a determination as to 
priority between Chase and Avery, which, while binding 
on the Commissioner on that one question, does not mean 
that the right of either party to a patent is determined 
thereby. 

Moreover, even as to priority, the decision of the Court 
of Customs and Patent Appeals is not res ad judicata be¬ 
tween the parties to the interference in a constitutional 
Court, as the District Court is. 

Statement of Points Relied Upon. 

Appellants submit that the District Court erred 

1. In holding that it does not have jurisdiction of the 
action set forth in the complaint. 

2. In holding that plaintiffs’ failure to elect, in Avery 
v. Chase, to have all further proceedings conducted under 
R. S. 4915 was a waiver of their right, in this action, to the 
remedy provided in that Section. 

3. In holding that the decision of the United States 
Court of Customs and Patent Appeals in Avery v. Chase 
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was a final decision and res adjudicata as to every issue 
decided therein. 

i 

4. In holding that the decision of the United States 
Court of Customs and Patent Appeals in Avery.w Chase 
is conclusive herein and res adjudicata as to the issues pre¬ 
sented by the complaint herein. 

I 

5. In holding that this action is an attempted appeal 
from a decision of the United States Court of Customs and 
Patent Appeals. 

6. In granting defendant’s motion for summary judg¬ 
ment. 


Summary of Argument. 


1. On its face, R. S. 4915 gives the District Court juris¬ 
diction of the present action and plaintiffs the! right to 
maintain it, since defendant concedes that Chase is an 
applicant whose application for patent has beeii refused 
by the Commissioner and no appeal has been taken |by Chase 
to the Court of Customs and Patent Appeals from such 
refusal. 

I 

2. A final decision in an interference is not a determina¬ 
tion by or for the Commissioner that a patent j shall be 
granted or refused to either contestant. Such determina¬ 
tion is a separate ex parte proceeding by the Commissioner, 
as is evidenced by the fact that the Commissiojner may 
refuse a patent to the winning party to the interference or 
grant a patent to the losing party. The final decision in 
Avery v. Chase was neither a determination, or the equiva¬ 
lent of a determination, by the Commissioner to refuse 
Chase a patent, even though the Commissioner ulsed such 
decision as the reason for his refusal in his ex parte consid¬ 
eration of the Chase application. Xo appeal in such ex parte 
proceeding having been taken to the Court of Customs and 


Patent Appeals, R. S. 4935 gives plaintiffs the 
proceed under that Section. 


right to 


i 
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3. The phrase “all further proceedings” of E. S. 4911 
applies only to the further proceedings in the interference 
and not to subsequent ex parte prosecution of the applica¬ 
tion of either party to the interference. Hence Chase's 
failure in the interference to elect to have “all further pro¬ 
ceedings” conducted in accordance with E. S. 4915 does 
not bar him from resort to E. S. 4915 in the subsequent 
ex parte prosecution of his application. 

4. It is well settled law that the Court of Customs and 
Patent Appeals is merely a part of the administrative 
machinery of the Patent Office and that its decisions arc 
not res ad judicata in a United States District Court. In 
any proceeding in a constitutional court, such court may 
re-examine all matters determined by the Court of Customs 
and Patent Appeals in Avery v. Chase. 

5. The present action is not, in effect, an attempted 
appeal from the decision of the Court of Customs and 
Patent Appeals in Avery v. Chase, as the District Court 
held. It is well settled that an action under E. S. 4915 is 
a new equity proceeding, independent of what occurred in 
the Patent Office. The mere fact that E. S. 4915 requires 
new pleadings and carries the right to make a new and 
different record is alone enough to show this. 


ARGUMENT 

On Its Face, R. S. 4915 Gives the District Court Jurisdiction of 
the Present Action and Plaintiffs the Right to Maintain It. 

On its face, E. S. 4915 stands alone. It does not refer 
to any other statute, and particularly not to E. S. 4911, 
either directly or indirectly. It gives an applicant the abso¬ 
lute right to a bill in equity whenever a patent has been 
refused by the Commissioner, 

“unless appeal has been taken from the decision of 
the Board of Appeals to the United States Circuit 
Court of Customs and Patent Appeals.” 


Obviously the “decision of the Board of Appeals” re¬ 
ferred to is the one which constitutes, as in the case at bar, 
the refusal of the Commissioner to grant a patient. This 
is shown by the context. No other kind of decision of the 
Board is mentioned and, as the Patent Office is! now con¬ 
stituted, the only way in which the Commissioner Can refuse 
a patent is through the Board of Appeals, since! the Com¬ 
missioner, in person, is no longer an appeal tribunal. 

In the case at bar, the first and only refusal pf a patent 
to Chase was the decision of the Board of Appehls on Oc¬ 
tober 23, 1939 (R., 39) affirming the Primary Examiner’s 
final rejection of the Chase claims of the present suit. No 
appeal was taken by Chase to the Court of Customs and 
Patent Appeals from that decision. Hence the j “ unless ” 
clause of R. S. 4915 does not apply here. Therefore, on the 
face of R. S. 4915, the present action was properly com¬ 
menced by plaintiffs and the District Court has jurisdiction 
of it. 

An Interference Is an Ancillary Proceeding, the Final decision in 
Which Is Not the Equivalent of a Determination by the Com¬ 
missioner to Grant or Refuse a Patent to Either Contestant. 

The Commissioner may refuse, and it is lii^ duty to 
refuse, a patent on an application on any one of the many 
grounds provided by law.* Amongst others, he nkay refuse 
a patent if he is satisfied that the applicant is licit the first 
and original inventor of the subject matter of ijlie claims 
of the application. Thus, if two applications are pending 
before him, each claiming the same invention, he riiay grant 
a patent to one of the applicants on that subject matter and 
refuse a patent to the other applicant. 

To provide machinery by which the Commissioner may 
ascertain which of two conflicting applicants is the first 
inventor, the statute (R. S. 4904; U. S. C., title 3p, sec. 52) 

* The Commissioner, as the head of the Patent Office] has direct 
supervision of the grant of letters patent. All the officials of the 
Patent Office act as his agents in their several activitiesj 
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provides for the setting-up of an interference proceeding in 
which the Commissioner directs the Primary Examiner to 
proceed to determine the question of priority. After such 
determination, R. S. 4904 provides: 

“and the commissioner may issue a patent to the 
party who is adjudged the prior inventor”. 

It will be noticed that the statute does not sav that he 
“shall” but that he “may” issue a patent to the winning 
party in the interference. That is, the primary or final 
question before the Commissioner is as to whether he will 
refuse a patent on an application and an interference is 
merely a kind of auxiliary or collateral proceeding which 
the Commissioner institutes as an aid to him in determin¬ 
ing whether one of the many possible reasons for refusing 
a patent actually exists. 

It is true that the Commissioner, in the first instance 
at least, proceeds in accordance with the final decision in 
the interference. Rule 141 of the Patent Office provides: 

“After decision by an appellate tribunal the case 
shall be remanded at once to the Primary Examiner, 
subject to the applicant’s right of appeal, for such 
action as will carry into effect the decision, or for 
such further action as the applicant is entitled to 
demand.” (Italics ours.) 

And Rule 132 of the Patent Office reads: 

“Whenever an award of priority has been rendered 
in an interference proceeding by any tribunal and 
the limit of appeal from such decision lias expired 
* * * the Primary Examiner shall advise the defeated 
or unsuccessful party or parties to the interference 
that their claim or claims which were so involved 
in the issue stand finally rejected.” 

But the final decision in an interference is not controlling 
on the Commissioner as to the grant or refusal of a patent. 
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For instance, lie may refuse a patent to tbje winning 
party if, meanwhile, a prior art patent has been discovered 
which anticipates the winning party’s dates. Again, if the 
winning party’s proofs show that the invention had been 
put into public use more than two years before} his filing 
date, that would warrant the refusal of a patent [to him.* 
On the other hand, a patent may be granted to! the losing 
party. For instance, as in Jolliffe v. Waldo v. Vermeer and 
Schorick (1917 C. D. 15), the subsequent abandonment of 
the winning party’s application would warrant!the grant 
of a patent to the losing party, if there is nothing to show 
that there had been an actual reduction to practice of the 
invention in this country by the winning party so as to 
constitute a statutory bar against the losing party. Such 
a grant would be made without setting aside the: judgment 
as to priority against the losing party (1917 C.|D. p. 20). 
The same ruling was made by the Commissioner in Nash 
v. Reeder v. Ryan (1920 C. D. 72, 76), where the circum¬ 
stances were similar to those in the Jolliffe case. | 

In short, as the Court of Appeals for the Secoiid Circuit, 
in Parker Rustproof v. Western Union Tel. Co. (105 F. (2d) 
976, 981), summarized the law: j 

i 

“When the commissioner, acting through the ex¬ 
aminer, advises the applicant that his claims stand 
finally rejected, he then, for the first tin\e, refuses 
the patent for such claims. Moreover Paitent Office 
Rule 141 requires that after a decision by an appel¬ 
late tribunal, the case shall be remanded to the pri¬ 
mary examiner, subject to the applicant’s right to 

* In the Chase v. Avery interference, the proofs showed that 
Chase was the first to conceive and reduce the issue ,to practice. 
The Patent Office so held (Tr.. 32, 33). The complaint jierein (Tr., 
2) alleges that Chase is “the original, first and sole inventor” of 
the issue of the Chase v. Avery interference and the answer does 
not deny this. Under such circumstances, it became the duty of 
the Commissioner to refuse to Avery a patent having! the claims 
involved here, even though, in the interference, Averv was the 
winning party. In fact, patent No. 2.200,588 was ^granted on 
May 14, 1040 to Avery on his application involved iiji the inter¬ 
ference but without the claims of the interference. 
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appeal ‘for such action as will carry into effect the 
decision, or for such further action as the applicant 
is entitled to demand’. Even after the Board of 
Appeals has awarded priority to one of the interfer- 
ents, the commissioner may nevertheless issue a pat¬ 
ent to the defeated party if the successful interferent 
abandons his application without making the inven¬ 
tion public [citing the Jolliffe and Nash v. Reeder 
cases J.” (Italics ours.) 

Applying this law to the case at bar, it is clear that the 
decision of the Court of Customs and Patent Appeals on 
priority did not determine Chase’s right to a patent, as the 
District Court held, at least in effect. It still remained for 
; the Commissioner to determine, in an independent ex parte 
proceeding, whether he would refuse a patent to Chase. 

It is this ex parte refusal of a patent to Chase to which 
R. S. 4915 refers and since no appeal to the Court of Cus¬ 
toms and Patent Appeals has been taken by Chase from 
such ex parte refusal of a patent to him, clearly R. S. 4915 
gives plaintiffs the right to proceed in accordance with that 
Section, as they have done. It is immaterial that the Com¬ 
missioner’s reason for the refusal is based on the decision 
in Avery v. Chase. R. S. 4915 gives the right to proceed by 
bill in equity without referring to the reason for the refusal 
of a patent. 

The Phrase “All Further Proceedings” of R. S. 4911 Means All 
Further Proceedings in the Interference, Not All Further Pro¬ 
ceedings in the Subsequent Ex Parte Prosecution of the 
Application. 

' As we have shown, the final question in every applica- 
' tion is as to whether the Commissioner will grant or refuse 
a patent thereon. An interference is an ancillary proceed¬ 
ing to aid the Commissioner in his final determination as 
to grant or refusal of a patent. 

The second sentence of R. S. 4911 relates exclusively to 

•> 

interferences. It tells what may be done by a dissatisfied 
“party to an interference”. Consequently, when it recites 
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that an “adverse party” may file notice that he “elects” to 
“have all further proceedings” conducted in accordance 
with R. S. 4915, it is obviously referring to all furither pro¬ 
ceedings in the interference itself (the subject matter of the 
sentence) and not to all further proceedings in such adverse 
party’s solicitation of a patent on his application. There 
are many considerations, other than the context of the 
phrase, which shows that this must be so. 

As we have seen, the final decision in an interference is 

not a refusal to grant a patent to a losing party. | Further 

action bv the Commissioner is neeessarv for that! in an ex 
* • 

parte proceeding in each application involved in the inter¬ 
ference and he may grant or refuse a patent to either party, 
notwithstanding such interference decision. 

If the District Court’s interpretation of “all further 
proceedings” were followed, that would mean that, since 
the Chase-Avery interference was permitted to be decided in 
the Court of Customs and Patent Appeals, all other ques¬ 
tions which might arise subsequently in the further!separate 
ex parte prosecutions of both the Chase and the Avery ap¬ 
plications must necessarily be appealed to the Courlt of Cus¬ 
toms and Patent Appeals, (’liase being bound, if the 
District Court’s reasoning is followed, because he did not 
elect to have the interference decided by a bill in equity 
under 4915, and Avery because he appealed in the Interfer¬ 
ence to the Court of Customs and Patent Appeals.j 

This could be a very serious matter. One of the purposes 
of providing for a resort to a bill in equity is to permit a 
dissatisfied applicant whose patent has been refused, say, 
for alleged want of invention, to present all of the! facts to 
a constitutional court of original jurisdiction, as the District 
Court is, rather than the administrative Patent Office,* so 
that the District Court may then determine whether the ad¬ 
ministrative body was right or wrong in refusing the patent. 

*The Court of Customs and Patent Appeals, wherj hearing 
appeals from the Patent Office, is merely part of the administra¬ 
tive machinery of the Patent Office. See pout, p. 17 et seq. | 
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To cut off such a right simply because the applications had, 
at one time, been involved in an interference which has been 
decided by the Court of Customs and Patent Appeals is to 
deprive an applicant of a right which the statutes obviously 
contemplated should be open to every applicant. Any rea¬ 
soning which leads to such a result, as the District Court’s 
does, should be rejected unless there is no alternative. This 
is particularly true in view of the auxiliary and collateral 
nature of an interference proceeding. Certainly, it should 
not be brought about bv reading words into a statute which 
are not there. Yet the District Court, in effect, adds to the 
phrase “all other proceedings” in R. S. 4911, the words “in 
the further prosecution of the applications in the interfer¬ 
ence. ’ ’ 

Putting it another way, let us suppose the following cir¬ 
cumstances : A and B are parties to an interference. By the 
Board’s decision, priority is awarded to A. B appeals to 
the Court of Customs and Patent Appeals in the interfer¬ 
ence. Thereupon A, in accordance with R. S. 4911, “elects 
to have all further proceedings conducted” under R.S. 4915. 
Then B brings his bill in equity and this Court finally awards 
priority to A. The applications are then returned to the 
Primary Examiner for further ex parte action. 

Then, before any patent is granted on any of the appli¬ 
cations, the Examiner discovers a new reference on which he 
holds the issue of the interference unpatentable and so re¬ 
jects the interference claims ex parte in each application. 
This is affirmed by the Board of Appeals in an ex parte ap¬ 
peal by each applicant. 

Now, if the District Court’s reasoning be followed, 
neither party may appeal to the Court of Customs and Pat¬ 
ent Appeals from this refusal of a patent, although the first 
sentence of R. S. 4911 unequivocally gives such right, with¬ 
out reference to anv election in an interference. According 
to the District Court’s reasoning, this absolute right of 
appeal has been taken away simply because a party to an 
interference made an election in that interference, at which 
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time the question leading to the refusal of a patent had 
not even arisen. 

Moreover, since, by the District Court’s logic,! “all fur¬ 
ther proceedings” means not only the interference but any 
subsequent ex parte proceedings, it must apply to all such 
ex parte proceedings in all of the applications involved in 
the interference. Hence, not only has the party who elected 
in the interference lost his right of appeal to the! Court of 
Customs and Patent Appeals from the refusal to grant a 
patent, but so has his opponent in the interference, though 
the latter did not voluntarily resort to R. S. 4915 injtlie inter¬ 
ference. In other words, the opponent’s statutory right of 
appeal has been taken from him by another applicant in 
another proceeding, though the statute does not say so. 

We submit that an interpretation of R. S. 4011 which 
leads to such a result shows that such interpretation is 
erroneous. If the District Court’s interpretation 6;f Section 
4911 stands, then, once an interference is carried to the Court 
of Customs and Patent Appeals, all right to resortj to a suit 
in equity under Section 4915 would be lost, no matter what 
the ground for the Commissioner’s refusal of k patent. 
Such a refusal would defeat the very purpose of Section 
4915 of providing a review of the Commissioner’s refusal 
by a court of original jurisdiction, as the District Court is. 

Finally, R. S. 4911 itself has internal evidence jas to the 
meaning of “further proceedings”. It will be nqted that 
that phrase occurs twice in R. S. 4911 in the part relating to 
appeals in interferences. The first is the one already dis¬ 
cussed, where it is concerned with an adverse party’s elec¬ 
tion to proceed under R. S. 4915. The second is in that part 
which controls where the appellant, after notice of his ad¬ 
versary’s election to proceed under R. S. 4915, defaults in 
filing his bill in equity. In case of such default, R. S. 4911 
provides that thereupon “the decisions appealed fiiom shall 
govern the further proceedings in the case.” That is, the 
failure to file a bill in equity by the appellant “kills” the 
appeal which has been taken and the Patent Office decisions 
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from which the appeal had been taken thereupon become 
final and “govern the further proceedings in the case.” 

The two situations to which the phrase “further pro¬ 
ceedings” in R. S. 4911 apply are similar; that is, one refers 
to what may occur after an appeal is taken and the other to 
what may occur after such appeal is dropped. But, in the 
first occurrence, the phrase is simply “further proceed¬ 
ings”, without specifying in what, whereas, in the second 
occurrence, the phrase “in the case” is added. We submit 
that, if any phrase is to be read into R. S. 4911 it should be 
the words “in the case”, so that the phrase of interest here 
would read “elects to have all further proceedings in the case 
conducted” in accordance with R. S. 4915. Such a reading 
would make the two sentences specify similar conditions 
for similar situations, as the writer of the statute evidently 
intended. 

But what does the statute mean by “in the case”? 
Obviously, the only “case” involved is the interference 
itself. It could not mean the individual applications in¬ 
volved in the interference. For that, the phrase would be 
“in the cases”, since there necessarily are at least two ap¬ 
plications involved in every interference. 

Yet, according to the District Court’s reasoning, the 
first phrase should be understood as reading “elects to have 
all further proceedings in the applications conducted” etc., 
whereas, as we have just shown, the second phrase means 
“further proceedings in the interference”. On the other 
hand, if the phrase “further proceedings” in each instance 
is read as if followed by “in the interference”, then all parts 
of R. S. 4911 are consistent with each other and with the 
subject matter (interference appeals) with which that sec¬ 
tion is concerned. 

Nor is an applicant’s absolute right to bring a suit under 
R. S. 4915 affected by the reasons which the Commissioner 
gives for his refusal of a patent, since the statute has no 
such limitation. Consequently, in the case at bar, although 
the reason for the Commissioner’s refusal is based on the 
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outcome of the interference, that does not affect ljior defeat 
the jurisdiction of the District Court in this action or plain¬ 
tiffs’ right to maintain this action, clearly given to them 
by R. S. 4915. It is axiomatic that the existence iof a good 
defense does not affect jurisdiction or the right td maintain 
an action, if a statute gives such jurisdiction and! the right 
to sue. 

We submit that the District Court’s finding that the pres¬ 
ent suit cannot be maintained and that the District Court 
has no jurisdiction has no support, either in the letter of the 
statutes or on any logical grounds in interpreting such 
statutes. 

| 

It Is Settled Law That the Decision of the Court of Customs 
and Patent Appeals in Avery v. Chase Is Not Res Ad ju¬ 
dicata Outside the Patent Office. 

Although finding that it had no jurisdiction of the subject 
matter of the instant suit, the District Court made} a finding 
(Conclusion of Law 3; R., 40) that the decision in Avery v. 
Chase denied plaintiffs’ right to the claims involved here 
and that such decision is “res ad judicata as to eyery issue 
there involved”. Of course, if the Court has no jurisdiction, 
then it cannot make findings on what is urged as la defense 
to the suit. We assume that the Court made such findings on 
the theory that, even if it did have jurisdiction, tlfe defense 
of res ad judicata would dispose of the suit against plain¬ 
tiffs. Such conclusion is erroneous, as will now be! shown. 

i 

The District Court’s error as to res ad judicata rests 
fundamentally on a failure to appreciate the difference be¬ 
tween a judicial judgment, such as the District Court could 
give in the present suit, and an administrative! decision, 
which the Court of Customs and Patent Appealjs renders 
on appeals to it from the Patent Office. That Court|functions 
merely as one of the Patent Office tribunals and its decisions 
have no more effect than does an unappealed decision of the 
Board of Appeals. 
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The Supreme Court expressed this in Postum v. Califor¬ 
nia, 272 U. S. 693, 698, where it said: 

“The decision of the Court of Appeals* under § 9 of 
the Act of 1905 is not a judicial judgment. It is a 
mere administrative decision. It is merelv an instruc- 
tion to the Commissioner of Patents by a court which 
is made part of the machinery of the Patent Office for 
administrative purposes. In the exercise of such 
function it does not enter a judgment binding parties 
in a case as the term case is used in the third article of 
the Constitution. Section 9 of the Trade-Mark Act 
of 1905, applies to the appeal taken under it the same 
rules which under § 4914 R. S. apply to an appeal 
taken from the decision of the Commissioner of Pat¬ 
ents in patent proceedings.” 

The law is correctly summarized in Larson v. Crowtlier , 
26 F. (2d) 780,783 (C. C. A. 8), as follows: 

“ (1) The decision of the Court of Appeals of the 
District of Columbia and judgment there entered was 
not final. It is interlocutory, and is ‘to govern the 
further proceedings in the case.’ Frasch v. Moore, 
211 U. S. 1, 29 S. Ct. 6, 53 L. Ed. 65. Its adjudication 
is binding only on the Patent Office. It is simply a 
step in the statutory proceedings provided by the pat¬ 
ent laws as an aid to the Patent Office, and the right 
exists in Crowtlier notwithstanding that decision, to 
have determined on competent evidence in an equity 
proceeding in a federal court the question of whether 
his applications for patents should have been 
allowed.” 

In Clements v. Kirby, 274 F. 575, 586 (C. C. A. 6), the 
Court said: 

“(5) It is well established that the court appealed 
to under section 4915 has full jurisdiction to rc- 

^This and the other two decisions cited were written at the time 
when the Court of Api>eals of the District of Columbia was exer¬ 
cising the jurisdiction of direct appeals from the Patent Office now 
exercised by the Court of Customs and Patent Appeals. 
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examine all matters determined bv the Court of 

* 

Appeals. The latter becomes, for this purpose, one 
of the tribunals of the Patent Office, and its decision 
is in no sense a final decree, which cannot bej thus col¬ 
laterally attacked, though it will be followed unless the 
contrary is established by convincing testimony. Mor¬ 
gan v. Daniels, 153 U. S. 120,14 Sup. Ct. 772, :38 L. Ed. 
657, Courson v. O’Connor (C. C. A. 7) 227 .Fed. 890, 
894,142 C. C. A. 414, and see Baldwin Co. vj Howard 
Co. (April 11, 1921) 256 U. S. 35, 41 Supj Ct. 405, 
65 L. Ed. .” 


In view of these clear statements, it is obvious that the 
District Court was mistaken when it sustained the defense 
of res adjudicata. The Supreme Court has saidj that the 
appellate court for the Patent Office “does notj enter a 
judgment binding parties in a case”. The Court of Appeals 
for the Eighth Circuit, citing the Supreme Court in Frasch v. 

i 

Moore (211 U. S. 1), said that the judgment of such appellate 
Court was not “final”, and so did the Court of Appeals for 
the Sixth Circuit. And, of course, nothing but a final judg¬ 
ment can be res adjudicata. 

Moreover, even between the parties to an interference, 
the decision of the Court of Customs and Patent Appeals is 
not res adjudicata. For instance, if the Patent Office had 
granted a patent to Avery on the claims of the Avery v. 
Chase interference, and Avery should then sue Chase for 
infringement of such patent in any Federal Court, including 
the District Court of the District of Columbia, Chaise would 
be free to set up his own priority of invention as to Avery 
to show the invalidity of the Avery patent because of antici¬ 
pation by Chase. The Patent Office decision on priority might 
create a presumption in favor of Avery, but the settled law 
that such presumption may be overcome (Morgan \\ Daniels, 
153 U. S. 120,125) demonstrates that there is no estoppel. 

I 

“There is no estoppel arising from a decision in 
interference proceedings in the Patent Office which 
is binding upon the courts. Such decision is not res 
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judicata; it simply raises a presumption which is for 
the losing party to overcome. The only issue in 
interference is one of priority. While an inter¬ 
ference decision may, in certain cases, be persuasive, 
it is not to he allowed to prevail over other consid¬ 
erations which may control.” ( American Grapho- 
phonc v. Gimbel , 23*4 F. 344, 359.) 

“It is obvious that no estoppel runs against the de¬ 
fendant. Decisions of the Patent Office upon the 
issue of originality and priority are never final, even 
with respect to the parties to the interference pro¬ 
ceeding. They are subject to examination by the 
courts.” (Massie v. Fruit Groicers, 31 F. (2d) 463, 
464.) 

“the complainant expressly states in his brief as 
follows: 

•* * * * 

‘We make no claim to estoppel. It is well settled 
that the defeated party to an interference has the 
right to contest in the courts not only the question 
of invention, but even that of priority of invention’. 

“We so understand the law.” (Hillard v. Remiuq- 
ton, 186 F. 334, 336, C. C. A. 2.) 

In view of this settled law, it is clear that the District 
Court was in error in holding plaintiffs estopped by the 
decision of the Court of Customs and Patent Appeals in 
Avery v. Chase , that decision being by a Court which is 
part of an administrative body, the Patent Office. 

From what has just been said, it is obviously immate¬ 
rial, in this action, whether or not the Commissioner 
“stands in the place of the successful applicant in the prior 
interference”, as the District Court found (R., 41). If 
Avery could not assert estoppel, then neither can the Com¬ 
missioner, even if the latter does stand in the shoes of the 
former. 
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The Present Action Is Not “In Effect, an Attempted Appeal 
from a Decision of the Court of Customs apd Patent 
Appeals.” 


Nor is it true, as the District Court found (R. 1 ^ 41) that 
this action is, in effect, an attempted appeal from the Court 
of Customs and Patent Appeals. An action under R. S. 
4915 is a new equity proceeding, quite independent of what 
took place in the Patent Office. As was said in Clements v. 
Kirby (ante, pp. 18-19) a IT. S. District Court “has full juris¬ 
diction to re-examine all matters determined by the Court 
of Appeals”.* 


“At the outset it should be observed that a suit under 
R. S. §4915, is a new and independent proceeding.” 
(Caiman v. Hathaway, 285 F. 602, 607.) 

“A suit under this section (4915) is an original in¬ 
dependent action in which the questions in issue are 
tried de novo upon all competent evidence!new and 
old.” (Harper v. Zhnmermann, 41 F. (2d) 261, 264.) 

| 

See also Butterworth v. Hoe, 112 U. S. 50, 61. 

In fact, in Central By. Signal Co. v. Jack soil (254 F. 
103, 105), the Court directly held that an action under 
R. S. 4915 is not an appeal. The Court said: 

“It is clear that the proceeding (under R. Si 4915) is 
technically not appellate. The statutes relating to 
the issue of patents provide for successive appeals, 
the purpose of which is to secure a review of any 
ruling made, and, if proper, a reversal of these rul¬ 
ings. Such proceedings are strictly and technically 
appellate. Tt is likewise clear that section 4915 
strictly and technically gives original and independ¬ 
ent jurisdiction to the court to adjudge, it! is true, 
the same claim of right which was made in the other 
proceedings, and to reach a judgment which is differ- 

* Ilero again the reference to the Court of Appealls of the 
District of Columbia was at the time when that Court was the 
appellate court for the Patent Office, as the Court of Customs and 
Patent Appeals is now. 


I 
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ent from, and in that sense a reversal of, the ruling 
made by the Patent Office, but the ruling thus first 
made remains and is not technically reversed.” 

Conclusion 

It is submitted that the District Court’s order dismiss¬ 
ing the complaint should be reversed because of the District 
Court’s errors in holding that it has no jurisdiction of the 
action, that plaintiffs may not maintain it and that plaintiffs 
are estopped by the decision in Avery v. Chase. 

GEORGE M. ANDERSON, 
Attorney for Plaintiffs-Appellants, 
1329 E Street, N. W. 

Washington, D. C. 


George F. Scull, 
Stuart Hilder, 
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APPENDIX 


Revised Statutes, Title LX: Sec. 4911 (U. S. C., title 
35, sec. 59a.) If any applicant is dissatisfied wijh .the dg - 
ti&iQJj pf the Board of Appeals, j j_ e mav appeal to the Uni ted 
Spates Court of Customs and Patent Appea ls, in which ease 
hewirivus liis right ~io proceed under section 4915 of the 
Revised Statutes. (U. S. C., title 35, sec. 63.) If ajnv party 
to an interference is dissatisfie d with the decision* of the 
Board of App eals, he may appeal to the* Unitejd States 
Court of Custo ms ancTTatent App eals 7 provided that”such 
appeal sh all be .d ismissed if a iiv adverse party to such 
interference shall within twenty days after the Appellant 
shall have filed notice of appeal according to section 4912 
of the Revised Statutes (U. S. C., title 35, sec. 60) , fpe notic e 
with the Comm issioner of Patents that h eelectsi to have 

ldncted as provided in section 


pll fm’thp-r proceedin gs ^ 

49)5 pf ..ti™ .Rnywfv l Statutes. ThereupoiTthe Appellant 
shall have thirty days thereafter within which to file a bill 
in equity under said section 4915, in default of which the 
decisions appealed from shall govern the further proceed¬ 
ings in the case. If the appellant shall file such bill within 
said thirty days and shall file due proof thereof jwith the 
Commissioner of Patents, the issue of a patent to the party 
awarded priority by said Board of Appeals shall |be with¬ 
held pending the final determination of said proceeding 
under said section 4915. ; 


Revised Statutes, Title LX: Sec. 4915. (U. S.j C., title 
35, sec. 63.) Whenever a patent on application is; refused 
by the Commissioner of Patents, the applicant, upless ap¬ 
peal has been taken from the decision of the Board of 
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Appeals to the United States Court of Customs and Patent 
Appeals, and such appeal is pending or has been decided, 
in which case no action may be brought under this section, 
may have remedy by bill in equity, if filed within six months 
after such refusal; and the court having cognizance thereof, 
on notice to adverse parties and other due proceedings had, 
may adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention, as specified in 
his claim or for any part thereof, as the facts in the case 
may appear. And such adjudication, if it be in favor of 
the right of the applicant, shall authorize the commissioner 
to issue such patent on the applicant filing in the Patent 
Office a copy of the adjudication and otherwise complying 
with the requirements of law. In all cases where there is 
no opposing party* a eppy of the bill shall be served on the 
commissioner; "arid 'all? the expenses of the proceedings 
shall be paid by the - applicant, whether the final decision 
is in his favor or not. In all suits brought hereunder where 
there are adverse parties the record in the Patent Office 
shall be admitted-in whole or in part, on motion of either 
party, subject to such terms and conditions as to costs, 
expenses, and the further cross-examination of the wit¬ 
nesses as the court may impose, without prejudice, how¬ 
ever, to the right of the parties to take further testimony. 
The testimony and exhibits, or parts thereof, of the record 
in the Patent Office when admitted shall have the same force 
and effect as if originally taken and produced in the suit. 



